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18) Robert A. Matthews, Jr., 2 Annotated Patent Digest § 10:127 (September 2021 Update)
(“Before 1984, the United States patent laws did not prohibit or impose liability for
exporting an item that allegedly infringed an unexpired patent. For the most part, a

prohibition against exportation was not necessary because the act of making a product

within the scope of a patent claim was, and remains today, its own infringing act for

which liability can be imposed. While a patentee was indirectly protected from exportation

of completed infringing products, i.e., products for which the making in the United States
would be an act of infringement, the question arose as to whether the patent laws would
prevent an accused infringer from making individual components of a patented combination
invention in the United States and then ship those components abroad for final assembly
in the foreign country.”).

19) Johns Hopkins University v. CellPro, Inc., 152 F.3d 1342, 1366 (Fed. Cir. 1998) (“neither
export from the United States nor use in a foreign country of a product covered by a
United States patent constitutes infringement”).
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24) —Mert R IR B M R 2, it W, 128,

25) —MERERIR A HAR B e R 1 2, il e, 13K



356 BHIGEEIFHE  B5RH H45%(2021.12)

2. 59
7. 584
sq B3y A9x AP, 58 BAL AU g glol A,
Freo] ore SAL, 5 FAG FYSAL A9 ge Ao

o -

aA'E e AAE Aalw FART oA FES A Y
gelAe 9a o AR fEd T As'e @ fyow 7

al

gk} 27)

X
ki

26) Patentgesetz § 9 (“Das Patent hat die Wirkung, dass allein der Patentinhaber befugt ist,
die patentierte Erfindung im Rahmen des geltenden Rechts zu benutzen. Jedem Dritten ist
es verboten, ohne seine Zustimmung 1. ein Erzeugnis, das Gegenstand des Patents ist,
herzustellen, anzubieten, in Verkehr zu bringen oder zu gebrauchen oder zu den genannten
Zwecken entweder einzufiihren oder zu besitzen; . . . ")
<https://www.gesetze-im-internet.de/patg/__9.html> (2021. 12. 17. ZHEHE).

g% Hode v 7l Patent Act as published on 16 December 1980 (Federal Law
Gazette 1981 I p. 1), as last amended by Article 4 of the Act of 8 October 2017 (Federal
Law Gazette [ p. 3546) Section 9 (“The patent shall have the effect that the proprietor of
the patent alone shall be entitled to use the patented invention within the scope of the
law in force. In the absence of the consent of the proprietor of the patent, any third
party shall be prohibited from, 1. producing, offering, putting on the market or using a

product which is the subject-matter of the patent, or from either importing or possessing
such a product for the purposes referred to; . ...").
<https://www.gesetze-im-internet.de/englisch_patg/englisch_patg.html> (2021. 12. 17. #FWE).

27) Toshiko Takenaka et al., Patent Enforcement in the US, Germany and Japan, Oxford, 2015,
5.45. (“A product is deemed to be put on the market or supplied in Germany even if it is

sent from outside Germany to Germany (import), at least if the importer obtains power of
disposal in Germany, and there is no mere transit of the product. A product is also
deemed to be put on the market or supplied in Germany if it is sent from Germany to
outside Germany (export).”); HA $57FIT, MR RS MOMEECRTS WAL, “H
AHIE DA D 2O T (F18%), 245 #3112 93 58 A60x()@)ve “5dEdel
A Ao, H2 Qo] Ax AR, AR A G, Y EE T AAES

g s A9t FAT FHIE T FAAY 4T 94 FEL B9 @
Sabe ga ot AR EE ARS 98 249 @ FP02 dotsa 9
3 3t} Colin Birss et al, Terrell on the Law of Patents 19th ed., Sweet & Maxwell
Ltd, 2020, pp. 14-73 (“While the word ‘disposes’ would also seem appropriate to cover
exporting the goods in question, it is not so clear whether an act of export would be
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A A2 AAE Ao @ 9+ No. 608/2013(Regulation (EU) No
608/2013 concerning customs enforcement of intellectual property
rights, ©]3} ‘EU 74 No 608/2013 ¢]2} sttho] EU 7Fg=2] EE Al
o] HalloF st YA HIWHS Aokl Ak EU qrA4ol7] el
B Agol Jbsetv] EU Zbae S 442 98 Fude A4E 2
8+ gtk EU 14 No 608/20139 utg} E3]H, A8 =rol
A AARDoR BEstn Qi 49, O, FEA, A%l 1
ste] EU celmyele] AaAa Hel $E 54, 5% 2 B
(transit)7} =4 x=x]9] gido= )28 sk, 5 55 Z]142&1(1)ﬂ
o B8 F3 BAY FARAGY L £F D o sk
w29 M 74z BAEsted = EU 14 No 608/2013¢] —r{\jé}

‘putting on the market' within the jurisdiction. But in any event, an act of export would
ordinarily be preceded by other infringing acts including keeping ‘for disposal or
otherwise™.); HA H531)T, 7l i, 247

28) <Regulation (EU) No 608/2013> Article 1 Subject matter and scope (“1. This Regulation
sets out the conditions and procedures for action by the customs authorities where goods
suspected of infringing an intellectual property right are, or should have been, subject to

customs supervision or customs control within the customs territory of the Union in
accordance with Council Regulation (EEC) No 2913/92 of 12 October 1992 establishing
the Community Customs Code (5), particularly goods in the following situations: (a)
when declared for release for free circulation, export or re-export; (b) when entering or
leaving the customs territory of the Union; (c) when placed under a suspensive procedure
or in a free zone or free warehouse. . . .”); Article 2 Definitions (“For the purposes of
this Regulation: (1) ‘intellectual property right' means: (a) a trade mark; (b) a design; (c) a
copyright or any related right as provided for by national or Union law; (d) a geographical
indication; (e) a patent as provided for by national or Union law . . ..").

29

=

Patentgesetz § 142a (“(1) Ein Erzeugnis, das ein nach diesem Gesetz geschiitztes Patent
verletzt, unterliegt auf Antrag und gegen Sicherheitsleistung des Rechtsinhabers bei seiner
Einfuhr oder Ausfuhr der Beschlagnahme durch die Zollbehorde, soweit die
Rechtsverletzung offensichtlich ist und soweit nicht die Verordnung (EU) Nr. 608/2013 des
Europiischen Parlaments und des Rates vom 12. Juni 2013 zur Durchsetzung der Rechte
geistigen Eigentums durch die Zollbehorden und zur Aufhebung der Verordnung (EG) Nr.
1383/2003 des Rates (ABL L 181 vom 29.6.2013, S. 15), in ihrer jeweils geltenden
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Aol A5 2006 (FE184E) Al s S (A2E A3, A

Fassung anzuwenden ist. Dies gilt fir den Verkehr mit anderen Mitgliedstaaten der
Europdischen Union sowie mit den anderen Vertragsstaaten des Abkommens iiber den
Europaischen Wirtschaftsraum nur, soweit Kontrollen durch die Zollbehorden stattfinden. . .

) <https://www.gesetze-im-internet.de/patg/__9.html> (2021. 12. 17. HFWE). Ji& W
oL th&3 2t} Patent Act as published on 16 December 1980 (Federal Law Gazette
1981 I p. 1), as last amended by Article 4 of the Act of 8 October 2017 (Federal Law
Gazette 1 p. 3546) (“Section 142a (1) A product which infringes a patent protected under

this Act shall be subject, upon request and security being given by the right holder, to

seizure by the customs authority, on import or export, in so far as the legal infringement

is obvious and there is no requirement to apply Regulation (EU) No 608/2013 of the
European Parliament and of the Council of 12 June 2013 concerning customs enforcement
of intellectual property rights and repealing Council Regulation (EC) No 1383/2003 (OJ L
181 of 29.6.2013 p. 15), as amended. This shall apply to transactions with other Member
States of the European Union and with the Contracting Parties to the Agreement on the
European Economic Area only to the extent that controls are carried out by the customs
authorities. . . . . ").

30) Maximilian Haedicke/Henrik Timmann, Patent Law: A Handbook, Beck/Hart, 2014, pp.
967-969 (“Section 142 a para 1, sentence 1, PatG stipulates that the national procedure
for confiscation by the national customs authorities defined in section 142 a PatG is only
applicable, and hence of subsidiary application, if the case does not fall within the scope
of Council Regulation No. 1383/2003 of 22.7.2003 on border seizure procedures. As a
result, Community law has primacy. The application of national border seizure procedures,
pursuant to section 142 a PatG, is therefore limited to the movement of goods within the
Community (controls at EU borders) and to a parallel imports. . . . Goods that obviously
infringe a patent can only be seized during their import or export.”).

31) Maximilian Haedicke/Henrik Timmann, supra, pp. 967-969; — itk A H A FEF M It
(R, Bty Wi, 1285
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(putting in the market)' (5 %), ‘Ait(disposal)’ (F=)S AAWH=E
Aetal s W ofyet “FEol 7+ A 9l(putting in the market) (FY)
U ‘A E(disposal)’ (F=)S HH o2 dli= AA(possession, keep)= &
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& 4 ke 1) ol Aol Yeme WPAT A AYL B
[e]

53 AEAe) & 5 FpaAelAe qtdee B4e 2R

54) Toshiko Takenaka et al., supra, §5.45. (“A product is deemed to be put on the market or
supplied in Germany even if it is sent from outside Germany to Germany (import), at least
if the importer obtains power of disposal in Germany, and there is no mere transit of the
product. A product is also deemed to be put on the market or supplied in Germany if it
is sent from Germany to outside Germany (export).”); Colin Birss et al, supra, pp. 14-73
(“While the word ‘disposes’ would also seem appropriate to cover exporting the goods in
question, it is not so clear whether an act of export would be ‘putting on the market’
within the jurisdiction. But in any event, an act of export would ordinarily be preceded by
other infringing acts including keeping ‘for disposal or otherwise™.).
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only. Meanwhile, WesternGeco seeks lost profits for uses of its invention beyond our
borders. Specifically, the company complains that it lost lucrative foreign surveying
contracts because ION’s customers used its invention overseas to steal that business. In
measuring its damages, WesternGeco assumes it could have charged monopoly rents
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abroad premised on a U.S. patent that has no legal force there. Permitting damages of
this sort would effectively allow U.S. patent owners to use American courts to extend
their monopolies to foreign markets. That, in turn, would invite other countries to use
their own patent laws and courts to assert control over our economy. Nothing in the
terms of the Patent Act supports that result and much militates against it.”). @ v]=F E35]H
< YmellA Z8E A Fethe A, @ YTelae gaelols EsupdoR Y A v
E5AA7F AR =41AE 39 AFoR ] 913 v HdS ol&dke As d8ske

Ahg zAFTE 4, @ ATIN Gaolols EeheR A4 T A FUF ez
Be tehe A% SSus 49s B8] vF A B EASnA @ Aolg
£ 4 Fol wrelde EAl,

64) olsh weid e oo AN E, AR, WA AWEOQAN B S5
Ak A48 AT AN ddolols MABHY AN AT Az A4S

QA o, WY ARATH WEAR, 2020, 5, 18 F.
65) Power Integrations, Inc. v. Fairchild Semiconductor Intern., Inc., 711 F.3d 1348, 1371-1372
(Fed. Cir. 2013) (“Power Integrations is incorrect that, having established one or more
acts of direct infringement in the United States, it may recover damages for Fairchild's
worldwide sales of the patented invention because those foreign sales were the direct,
foreseeable result of Fairchild's domestic infringement. Power Integrations has not cited
any case law that supports an award of damages for sales consummated in foreign
markets, regardless of any connection to infringing activity in the United States. To the

contrary, the entirely extraterritorial production, use, or sale of an invention patented in

the United States is an independent, intervening act that, under almost all circumstances,

cuts off the chain of causation initiated by an act of domestic infringement.”).

66) Power Integrations, Inc. v. Fairchild Semiconductor Int'l, Inc., No. 1:04-cv-01371, 2018 WL
4804685, at *1 (D. Del. Oct. 4, 2018) (“The Supreme Court's analysis of the patent damages
statute, § 284, has equal applicability to the direct infringement allegations pending here, as

governed by § 271(a), as it did to the supplying a component infringement claims at issue in
WesternGeco 1I, which were governed by § 271(1)(2) ... [Als Power puts it, “Section 271(a)

”

‘vindicates domestic interests' no less than Section 271(f)."); SIMO Holdings Inc. v. HK
uCloudlink Network Tech. Ltd., 396 F. Supp. 3d 323 (SD.N.Y. 2019), rev'd on other grounds,
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983 F.3d 1367 (Fed. Cir. 2021) (“WesternGeco controls this case ... [The Supreme Court]
reasoned that permitting recovery for lost foreign profits was not an impermissible
‘extraterritorial application of the statute, because the focus of § 284 is the infringement, which
occurred domestically. The same is true here. uCloudlink committed an act of infringement by
selling its devices in the United States. In the hypothetical world in which the parties had
reached an ex ante licensing agreement, SIMO would be entitled to a licensing fee based on the
number of Daypasses sold for use with that device, whether the Daypasses were used
domestically or abroad.”).

MLC Intell. Prop., LLC v. Micron Tech., Inc., No. 3:14-cv-03657, 2019 WL 2437073, at
*3 (N.D. Cal. June 11, 2019) (stating that whether “WesternGeco II implicitly overruled
Power Integrations | remains to be seen, but at this time controlling law holds that MLC

67

N

may not seek damages under section 271(a) based on Micron's wholly foreign sales”);
Abbott Cardiovascular Sys., Inc. v. Edwards Lifesciences Corp., No. 1:19-cv-00149, 2019
WL 2521305, at *18 (D. Del. June 6, 2019) (denying a preliminary injunction against the
domestic manufacture of an allegedly infringing device for purposes of export, on the

ground, inter alia, that WesternGeco does not “stand for the proposition that a patentee in
the United States may obtain damages (or injunctive relief) based on harm in another
country independent of the theory of infringement liability at issue--ie., § 271(a) versus §
271(0)"); Andrew C. Michaels, Implicit Overruling and Foreign Lost Profits, 25 B.U. J. SCL
& TECH. L. 408, 430 (2019) (concluding that, although the focus of section 271(a) is
domestic conduct, to the extent Power Integrations “relied upon proximate causation, [it]
was not implicitly overruled by WesternGeco”).

Thomas F. Cotter, “Extraterritorial Damages In Patent Law”, 39 Cardozo Arts & Ent. L.J.
1, 22-44 (2001).
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Thomas F. Cotter, “Extraterritorial Damages In Patent Law”, 39
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— Abstract

Whether to add export to patent infringement

activities

Kim, Dongjun*

It seems that export of patent infringing products was not included in
the list of infringing acts because it was considered to be able to regulate
export by controlling the other infringing acts, such as manufacture or
assignment. However, assignment of a product generally means transferring
ownership of the product to another person. Thus, the assignment of patent
infringing products does not necessarily occur in Korea where the patent
infringing products are exported. It is true that exports are made for the
purpose of assignments, but assignments do not always occur in Korea
where patent infringing products are exported.

The principle of territoriality does not prohibit to regulate export of
patent infringing products as patent infringing acts since it is not intended to
extend the effect of Korean patent rights to acts abroad. This is also
supported by the fact that other intellectual property laws such as the Design
Protection Act and the Trademark Act already regulate export of infringing
products.

Previous studies argued that there was no need to add export to patent
infringing acts. However, it is necessary to consider adding export to the list
of patent infringing acts since that argument could be refuted as follows.

First, it is necessary to harmonize patent law with other intellectual property

* Professor, School of Law, Chungnam National University
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laws that include export in the list of infringing acts, such as Design
Protection Act, Trademark Act. Second, although adding export to the patent
infringement activities does not affect the border measures, it is necessary to
provide a substantive legal basis in the Patent Act for the export prohibition
under the Customs Act and the Act on The Investigation of Unfair
International Trade Practices and Remedy Against Injury to Industry. Third,
it is necessary to prevent the exporting entity from doing so where the
manufacturing entity and the exporting entity are different. Fourth, it is not
clear whether domestic assignment occur in the pre-export stage, so it is
difficult to conclude that export can be regulated by prohibiting the act of
assignment. Fifth, preventing export of patent infringing products would be
beneficial to domestic companies. For example, where the patentee and the
infringer compete abroad by manufacturing and exporting the patented
product and the infringing product in Korea, respectively, prohibiting export
of the infringing product can be an important remedy for the patentee. The
Korea Trade Commission investigation cases show that there is a demand
from patentees for a ban on the export of patent infringing products.

It is also necessary to consider adding possession for the purpose of
export to the list of infringing acts in order to ensure effective regulation of

exports.

9 Kim, Dongjun

Export, Possession for the purpose of export,

Patent infringement, Territoriality, Border measures.



