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s5E S @E=5E)7E ofd 3%55‘1%0”
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o] gl Aotk WyAL 20144 Hlﬂl A WAl A AU AL
RE RS BRE ANE ¥ A 20184 IV BAAA FAT
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2) 9 2014, 11. 27. AL 2012718356 A (AW Ady #4).

3) tiHY 2018, 12. 27. A a1 20165742883 AV #2).
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SE5E H7F oAM= 5FAEY Azt AT F flo] o]F AMESIAY 1 ARl divtE
Agegtis e #9E 5 vk oA vsidde] E5AE oA T35S
TUlddl= S53A oyt Ag-oe nlmrQle] o} FAFfe] AgtE A5 1 AL
7k @ 4 §lenz ol AdAdAT R & F flh)).

6) 9 2018. 12. 27. A3 2016542883 B2,

7) Y 2018, 12. 27, A3 2016542883 BHAC‘ZHE vjzA gt Fulyt o F919
44 ouE 1 o, svzAFe A6 A3, A4z 4T EFPY £AF
LA BESPA} EFENS 50 A AN 4, U9, $Y Ee AN Y
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2015 54,675 1,733 3.2
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12) ZAZIEY AURAAGA) A2FCAYE T FAEE Aol B8 F4L&
At B9 T A HAol FA BAGe g 243}
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Aotk giHY 2018, 11. 15. A3 2017533008 #HAo] “AA3}A <]
o] Aok A3 A Gl YoM o]E wiAlsts 5HET 8
o] = ¥ IE AEHAT L HAASATEID IV Ao A= e A
AA A AEat7] et IVold N=rF Ea3ARRIA], 1A IVH]
o] 7oA A fAHbeneficiary owner)Q1*A] o F-E sk vl glr}.18)

7 MS Aboll A = A A 2 5%% T8kl s FHESE A
sfjoF & Zlo|th19) ApgA| okl A A 5519 F(FA)ek dARle] A
A= AHEE S (FH55)9 'r(*eé])‘fﬂ] upel AAlsop sk Aot
AR R ARGl tiE di7folBR AR H A & FHES ] trtE A
Zo7F vk A Atk volrt, vlE AREH Ao EE57TE
e 539 ARgel tivtE AES 28k §lth.202D

15) Comm'r v. Court Holding Co., 324 U.S. 331, 334 (1945) (“The incident of taxation depends
on the substance rather than form of the transaction.”).

16) A5, el v, 220 A HYe AATA ] A tiF|A vk 2ol Aat

AAFA ] ¥ (Substance Over Form Doctrine)¥ 74 A4 g+ o] Z(Economic

Substance Doctrine)& T3t k@ 4 AAFHA S A=A (Substance Over Form

Doctrine)& AMAre] 712 A (a fundamental tax principle) .24 A F e EAS 3

geba, FATAL dud AAAAS FHE dold ¢ Qe =9E WA g

A= el ),

AES, FHANY AL A2 5o}

2018. 11. 15. A3l 2017733008 ¥4 T

g Al 2 A9 3], 2019, 264,

18) oig¢ 2018. 12. 27. A3 2016742883 HA("Holet A4l g7t 2AE 3T 54
ol A HlZE AR Aol 2 At w3 L‘iﬁ 2 ANE AR A - gelet
A AL AR Hop a5 WAS AR Aotok st olg|et 43X HEN £ §¢
THAE ZAxke] A 3t 513011 ANME o5 wiAlstE 5HS qF4o] §le & 2
AgArH g 2012, 10. 25. A1 2010525466 #2 % %hz.). ).

19) A7 % A4z A28 “*ﬂ%‘ HA FE] At @ < 25,
w= Ao "Aloly Az BAe] 1 AR L ng} A g3},

20) Armand P. Boisselle, Patent Misuse--Attempts to Collect Royalties on Expired Patents, 15
W. Res. L. Rev. 562, 566-67 (1964).

21) Koren W. Wong-Ervin & Joshua D. Wright, /tellectual Property and Standard Setting, 17
Federalist Soc' Rev. 52, 57 (2016) (“In February 2015, China's National Development and
Reform Commission imposed a $975 million fine against Qualcomm based, in large part, on
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—

S e 4 4 - we

PN
Noz -7 ZAgeE=F ABA AT,

rO{
:LI
ol

allegations that the company charged ‘excessive’ royalties on SEPs by charging for
expired patents, requiring royalty-free grantbacks . ..”).
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Be7] SEAe AAR AMEEE 53 (FA5)S} AMEEA 2= 5

SFHEE TEEMoF & Aelnten

22) AT, ) w=F, 12ACTAAE A4S v AL AT Asel AATAHE
Aol olA4aEe BAAIE AL AR AP A% FA3} A4S deshe
Age @ Aol )

23) W9 2012 1. 19. A3 2008578499 HACAAHA AL APAe] 7ol FE e
A9¢ 2ANEWAA TEAY] AR 444 QoA 249 2Eg INT How
A A0 Beked A4 AP HE AP FAo dug Hahe A9 2
@At ool Bt Aol upet gl o] gl ol sFoeEA R 243
A5 A A0 gHe Ansle] 2ARlE Adetud s d FH 5o

ATEN(E= F7h.
24) o|E Pl=roll A= “substance over form doctrine” @12kl ). Edward J. Schnee, Substance~over~Form
Doctrine: The Past, Present and Recommended Future, 127 J. Tax'n 82 (2017).
25) AES, 4 w=i, 2649 oSt Ao vt 2AE YT BHA HZH A
(A9 54" 97)E ovjgel. ey e Wejeh Aol AErt gy Af
259 &R AN A A5l F&HTE).
ARE, ‘=8 E 53 AR A5 FAVE, 2ATgE=H AlE Als, =
ZAZAYE, 2015, 4TACEF D AHgRE S5 FAAYNA B 2So|n
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st Aol EEsty] witolrt.).
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g 2017733008 #Ao] AAALEAL FAAE ddste] A
A dEe] ALEES 3% 0],28 (AR AMEEE) T35SI 74
AAE wekete] AAHA L] AL EE s}, A X P& E
= A el oig AlEe] digstelof & Zlelvh. oMY 2017F
33008 Aol oA Afztel wtho] QJojA G 259 AME, 7
A & FAACE HESRC]29 Y Aok AAR AMEEHE F

5SS FALOR AR s ol
MF AR ole] H3e) A Hshe A%l dF St EAR

ool Hol, AARE shtel S5E Yo HARE 1 557} ¥

= A5 5= dvlEke] o2 e 53E 2= FRic] w94

T 3= Aerhs0
MEZIY FaAS nu AaNS Fudths oA 2AWETS FEuGHe|n
2742 @A ST

2) A%, oo =, 68AC I Frasel U 2AE} 48 o g golqE
el ANE FH 2449 FAY BWNE, 5 AT 250 B AQBES Ue
A%, 71 A5 AA AT 8 UG 5 54 250 B ARH ALWATE 1459
ne] 827t Hojof & Aoz YAn

20) AES, 919 R, WEUCSH £fA Beo] ol 53 AF9 ALgol
5 a7k 93 L))

30) Mark A. Lemley & Carl Shapiro, Patent Holdup and Royalty Stacking, 85 Tex. L. Rev.
1991, 2006 (2007) (“Even if running royalties are used, the patent holder can still
mitigate this risk by signing licenses that are based in part on trade secrets or on a
group of patents in its patent portfolio, and thus are protected from subsequent
unfavorable patent rulings regarding any single patent.”).
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3. & A (package)3l)32) EFALEAFe] AP o F

(AF ol -9t s o8 538 BT Hol TEHoR AMSS ¢

sl AR EA 511 3334 1 AR = ol Aol

%3 g SwelA ol

F AL Z, & o, AT MSTF AFEAHS AR Qo]

A, MS7F B8 53 & ofd Zlo] AAES] A T Abgel Za

& AAE BF UL 44 28 Belth ad Al Gt §
]_

o5t} MS7h HAR RE 58F ALY POz 4

31) ¥&A ol HdAE “portfolio license’#tal A&7 %= &t} Koren W. Wong-Ervin, Evan
Hicks & Ariel Slonim, 7ying and Bundiing Involving Standard-Essential Patents, 24 Geo.
Mason L. Rev. 1091, 1106 (2017) (“This Part begins with common efficiencies and
legitimate  business  justification for tying and bundling, it then sets forth
economically-sound theories of harm, applying them to common portfolio licensing
practices of SEP holders, namely in the SEP-intensive telecommunications sector.”).

32) XBA goldxE 7 4EsA xdshE 9ol= “whole-portfolio license” 2kl A ZFE T},
Marvin Blecker et al., An Experience-Based Look at the Licensing Practices That Drive
the Cellular Communications Industry: Whole Portfolio/whole Device Licensing, 51 Les
Nouvelles 231, 235 (2016) (“In most cases, the parties reach an amicable agreement for a
whole-portfolio license, which necessarily includes a license to all of the patent holder's
SEPs and often to the patent holder's whole-portfolio, including all of the patent holder's
SEPs and many, if not all, of its non-SEPs. As discussed below, in our experience this
type of broad ‘freedom of action” license to the patent holder's entire portfolio is desired
by both parties and is the most efficient, and most common, result.”).

33) EZAH ApgA o] AF mE FHolm t=&A @A Adwrk. Mark R Patterson,
Leveraging Information About Patents: Settlements, Portfolios, and Holdups, 50 Hous. L.
Rev. 483, 504 (2012) (“It is often assumed that these large patent portfolios are routinely
cross-licensed.”).

34) SKhynix, “SK3fely 2, @AW ~9} 84 53] gholdx A%k AA", 2013. 6. 124
<https://news.skhynix.co.kr/802>.

35) FAAANAYS AY3e oA A2015-3165.(2015. 8. 24.), JH(‘E3 7 e EFdA=
ghold 2 Aok Al i S5E7IeER A RES ARSI T A 5871wl g /\}
458 YA AP0l gtk dE 5o, AHAMS]S A== ZolHA ZR
(Android Licensing Program)’o]g} o]& 02 ztale] HF3 E37|4 ETEZE L AA ]
el 58155 AAsto] groldx Aoks AAsta o).

36) Somnath Bhattacharyya, (.S Philips Corp. v. International Trade Commission. Seeking A
Better Tie Between Antitrust Law and Package Licensing, 40 Colum. J.L. & Soc. Probs.
267, 282 (2007) (“In their antitrust guidelines, the DOJ and the FTC have also recognized
that package licenses may produce efficiency enhancements.”)
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37 EZQe E3E ERSte Hl&o] a&& Al Mark R. Patterson, supra, at 504
(“It is also true, though, that the sheer number of patents in the portfolios makes
evaluation of possible infringement very difficult. More important for competition purposes,
the cost of assessing infringement potential is greater for larger portfolios.”).

4 g7l O AL Aadt e W, @ A%uES ekl e 7,
St Mgl dagel Assl s oA g L SR B 28

AbEAFS Mz ettt AW Marvin Blecker et al., supra, at 236-39.

39) T TES o ndFESHE Aol XA 7= 99 =W David W. Van Etten,
Everyone in the Patent Pool: U.S. Philips Corp. v. International Trade Commission, 22
Berkeley Tech. LJ. 241, 250 (2007) (“The ITC, alternatively, found patent misuse under
the rule of reason standard because the anticompetitive effects of including non-essential

38

=

patents in the package licenses outweighed the pro-competitive benefits.”).

40) 5319 H8E SdMe 5819 FA0 dig Wol(FW)E V)5 Holi, TH
AYHAME T AR Ao AA(FAF7])o] €rt. Craig J. Madson, Patent Misuse in
Franchise Agreements’ A Kipple on the Waters of Franchise Law, 20 Franchise L.J. 107
(2001) (“The public policy basis for patent misuse suggests that it should constitute an
independent cause of action. However, whereas antitrust law may act as a sword in
litigation, courts have recognized patent misuse only as a shield, ie., an affirmative
defense.”).

41) David W. Van Etten, Everyone in the Patent Pool: U.S. Philips Corp. v. International Trade
Commission, 22 Berkeley Tech. L.J. 241, 250 (2007) (“The ITC, alternatively, found patent
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misuse under the rule of reason standard because the anticompetitive effects of including
non-essential patents in the package licenses outweighed the pro-competitive benefits.”).

42) Zenith Radio Corp. v. Hazeltine Research, Inc., 395 U.S. 100, 134-38 (1969).

43) Robert J. Hoerner, Patent Misuse, 53 Antitrust L.J. 641, 662 (1985) (“The rule is
otherwise if coercion was not used to license the package.”).

44) olF®, 4o =&, IAHCEA, Tl TFHA &L 53 dgt] AFHe AHgERE
g 2Ag o A Aok il EAste XH*JOH tiste] A58 Aol oiuR i LSl
e A =)

45) USPTO, Top Organizations 2020, Part B.
<https://www.uspto.gov/web/offices/ac/ido/oeip/taf/topo_20.htm#PartB>.

46) Erik Verbraeken, Drafting of Royalty Clauses: 30 Ways to Head for Windfall or Pitfall, 46
Les Nouvelles 166, 178 (2011) (“In consideration for such multiple right licenses (aka
package license), the licensor will often charge a royalty on all sales made by the
licensee, regardless whether or not a particular type of technology is used, for as long as

at least one (substantial) element of the technology package is being exploited.”).
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47) U.S. Philips Corp. v. Int'l Trade Comm'n, 424 F.3d 1179, 1198 (Fed. Cir. 2005) (“As
noted, package license agreements in which the royalty was based on the number of units
produced, not the number of patents used to produce them, can resolve in advance all

potential patent disputes between the licensor and the licensee, whereas licensing patent
rights on a patent-by-patent basis can result in continuing disputes over whether the
licensee's technology infringes certain ancillary patents owned by the licensor that are not
part of the group elected by the licensee.”).

48) Ted Sichelman, Commercializing Patents, 62 Stan. L. Rev. 341, 362 (2010) (“As an
empirical matter, it appears that less, probably much less, than half of all patented
product inventions are commercialized. In addition to several surveys reporting roughly
50% commercialization rates ...").

49) Peter Lee, Transcending the Tacit Dimension: Patents, Relationships, and Organizational
Integration in Technology Transfer, 100 Cal. L. Rev. 1503, 1572 (2012) (“See Roger L.
Beck, Competition for Patent Monopolies, 3 Res. L. & Econ. 91, 98 (1981) (finding a
patent commercialization rate of about 50 to 60 percent); Eugen Mattes et al., Surveying
Inventors Listed on Patents to Investigate Determinants of Innovation, 69 Scientometrics
475, 483 (2006) (surveying several studies and concluding that the “range for granted
patents becoming innovations is somewhere between 43 percent and 54 percent”); Robert
P. Morgan et al., Patenting and Invention Activity of U.S. Scientists and Engineers in the
Academic Sector: Comparisons with Industry, 26 J. Tech. Transfer 173, 178 & thl.2
(2001) (reporting a 48.9 percent rate for private-sector commercialization of patented
inventions).”).

50) Kimberly A. Moore, Worthless Patents, 20 Berkeley Tech. LJ. 1521, 1530-36 (2005).
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AUz 7leitord 7«4 &s IPCE E3f Botsttke= AH: Carey C. Jordan et al, 2013
Nanotechnology Patent Literature Review: Graphitic Carbon-Based Nanotechnology and
Energy Applications Are on the Rise, 11 Nanotechnology L. & Bus. 111, 123 (2014) (“To
further investigate the trends in the Energy sector, we identified and assigned International
Patent Classification classes for specific areas of the Energy sector: Petroleum
Exploration, Photovoltaics, Wind Power, Energy Storage and Energy Transmission.”).

52) Dimitri Giotakos, Ge/honeywell: A Theoretic Bundle Assessing Conglomerate Mergers
Across the Atlantic, 23 U. Pa. J. Int'l Econ. L. 469, 488 (2002) (“Both in the case of
complementary goods and unrelated goods, Whinston stressed that tying may be a
strategic instrument in order to deter competitors from entering or staying in the tied
goods market as it forces the incumbent to compete fiercely in the tied goods market.”);
Samantha Brand, Four Thousand Words on Finnegans Wake: The Misuse of Copyright
Doctrine and the Controversy Surrounding the Estate of James Joyce, 25 Cardozo Arts &
Ent. LJ. 1229, 1232 (2008) (“Patent misuse may be invoked as a defense to patent
infringement where the holder of a patent has leveraged that government-granted
monopoly to require other parties to buy products or enter licenses unrelated to the
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Michael Chapin, Sharing the Interoperability Ball on the Software PFatent Playground 14
B.U. J. Sci. & Tech. L. 220, 236-37 (2008) (“METI lists several conditions that would
constitute patent abuse under its first proposal - tying practices by requiring a license for

o

another patent, mandating that related patents acquired after licensing to be assigned
over, and merely acting to impede interoperability.”).

Gavin Clarkson & Joshua Newberg, Blunt Machetes in the Patent Thicket: Modern Lessons
from the History of Patent Pool Litigation in the United States Between 1900 and 1970,
22 J. Tech. L. & Pol'y 1, 38 (2018) (“Other patent-related activities that were enjoined
included limiting the number of licenses under a particular patent, designating licensees,

[@a]
e~
=

receiving rovyalties from unrelated patents, and requiring defendants to exchange future

patents.”).
Robert A. Levy, Microsoft and the Browser Wars, 31 Conn. L. Rev. 1321, 134849 (1999)
(“Most economists recognize not only that tying arrangements are not anti-competitive but

(@3]
(@2
=

that they have pro-competitive effects as well, even when not intended that way. First, if
the tying and tied products are functionally related, there may be cost savings through
economies of joint production or distribution.”).

56) BAFE o)A, “HIEHAF HAARE FHap= HAD HAA S (total-sales royalty)
T 53A g oF-diEY 2014, 11 14 A3 20120442666(24) 2 20120
42673(0h %) RAS FAHOR-, AAFA] A460%, thFHTALE, 2016.

57) Willard K. Tom & Joshua A. Newberg, Antitrust and Intellectual Property: From Separate
Spheres to Unified Field 66 Antitrust L.J. 167, 181 (1997) (“Mandatory package licensing
likewise was ‘an unlawful extension of the patent grant.””).

58) Michael A. Lavine, Ripples in the Patent Pool: The Impact and Implications of the Evolving
FEssentiality Analysis, 4 N.Y.U. JL. & Bus. 605, 631 (2008) (“In short, the Court
essentially stated that packaging ‘essential’ patents with ‘non-essential’ patents is therefore
not per se anticompetitive.”) (citing U.S. Philips Corp. v. Intl Trade Comm'n, 424 F.3d
1179, 1190 (Fed. Cir. 2005)).

59) 4589 vEFESE 7 9 AAF e &9 28 AEA %Hpackage license)©]
2173 A A (pro-competitive) A5 714 4 S AAsHEAE 94 A A (anti-competitive)
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Z 29 4 AdS5S AAsE 2 Somnath Bhattacharyya, supra.

60) 531Fool)ell #al w=atHA, AT A7t HEAHE AwkatA 7] A e o
S87F B ARgAAR] oel AbgHojof st A R ol Sei7F BF frasta 8
7bsslof shE deo] HAZF Hojof gty Mwat= 2t Steven C. Carlson, Patent Pools
and the Antitrust Dilemma, 16 Yale J. on Reg. 359, 389 (1999) (“The consumer will not
be harmed under this arrangement so long as three conditions are met regarding the
nature of the pool: (1) that all the patents in the pool are mutually blocking; (2) that all
the patents contained in the package are essential for every prospective licensee; and (3)
that all the patents are valid and enforceable. However, if these conditions are not met,
then consumer harm may result from the requirement to purchase all the pool's patents in
a bundle.”).

61) o]z, “EA AR gujet AR, FAMAT AT, F=A AW, 2017, 118%
(“TAE FAAE U FUE ARAEY CDMA 3 WCDMA 7]€ gho]dz A%
ARG o5 FAsEA, Sojde]l AFeAY Go] §U € olFol: FH =HE Y
IR FEE AE AFses & d95 ETAAAAN 73 T ARL AHY &
(H A23z AT A4zl et gl

62) Mark R. Patterson, supra, at 511 (“A patentee may be justified in demanding that costs it

incurs in licensing and changing the licensing terms be paid by the licensee, but it is not
justified in insisting upon continued licensing of an invalid or non-infringed patent.”).

63) EFZ558]d F3E= FRAND 279 dsids s 2 Fa A9, “EFIF5S
(SEPs)®] FRAND AR AH4 7)ol ek Q" A AT AL A2g, d=A]4
Ak T4, 2016.
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64) Amy L. Landers, The Antipatent: A Proposal for Startup Immunity, 93 Neb. L. Rev. 950,
977 (2015) (“Such patents could be used to defend against a charge of patent
infringement, or in trade for a cross-license to obtain freedom to operate.”).

65) Colleen V. Chien, Protecting Domestic Industries at the [TC, 28 Santa Clara Computer &
High Tech. LJ. 169, 189 (2011) (“So, too, does licensing that includes not only freedom
from suit, but supports the adoption and incorporation of the technology through, for
example, know-how, support, and servicing of licensed technology.”).

66) Peter C. Grindley & David J. Teece, Managing Intellectual Capital: Licensing and
Cross-Licensing in Semiconductors and Electronics, 39 Cal. Mgmt. Rev. 8, 9 (1997) (“The
portfolio approach reduces transactions costs and allows licensees freedom to design and
manufacture without infringement.”) (recited from Elyse Dorsey, Building Patent Portfolios
to Facilitate Cross-Licensing Agreements: Implications for Merger Efficiency Analysis, 15
Colum. Sci. & Tech. L. Rev. 125, 163 (2013)).

67) Tara Feld, States Hold the Sword to Force "Patent Trolls" Back Under Their Bridges,
2016 U. IIl. L. Rev. 1123, 1126 (2016) (“A license provides the licensee with freedom
from the threat of suit for infringement by the patentee.”).

68) Thomas B. Foley, Show Me the Money!: Third-Party Copyright Infringement Liability
Reaches Investors & Lenders, 38 Sw. L. Rev. 89, 127 (2008) (A license will virtually
assure freedom from liability for copyright infringement.”).

69) Mark D. Janis, A Tale of the Apocryphal Axe: Repair, Reconstruction, and the Implied
License in Intellectual Property Law, 58 Md. L. Rev. 423, 527 (1999) (“Charles E. Clark,
Licenses in Real Property Law, 21 Colum. L. Rev. 757, 758 (1921) (noting that the word
‘license’ has its root in the Latin licentia, meaning freedom or liberty, and that this origin
explains the core of the current concept—permission or consent).”).
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75) AAE, Az EsE Ha AR g o AL, FAHE Al5E AlT, T st
HatA A 2014, 841W("E3HY AX(GHEF, exhaustion)o]d E3AFY SlHx
(authorized) ZA¢ =(unconditional) 7 = vIEES F3le] |3 AF9 Lol A3 Al
Jolzk A%, i AlF 49 AHey #Hste] O AlE #dY 55 o] AREge

A A (first sales doctrine)o]#FiL%E HF-ET}).

76) Yee Wah Chin, /nexhaustible Patents on Self-Replicating Technologies, 3 Landslide 12, 13
(2011) (“In Quanta Computer, Inc. v. LG Electronics, Inc., the Supreme Court reaffirmed
the principle that the authorized sale of a patented item exhausts the patent as to that
item.”); Robert J. Hoerner, Pafent Misuse, 53 Antitrust L.J. 641, 644 (1985) (“We know,
because Don Turner told us—and he was quite correct—that the first authorized sale of a
patented product exhausts the patent.”).

77) Bernard Chao, The Case for Contribution in Patent Law, 80 U. Cin. L. Rev. 97, 100
(2011) (“Patentees now generally choose to sue manufacturers of multi-component
products.”).

78) Harvard Law Review, 7The Enforcement of Rights Against Patent Infringers, 72 Harv. L.
Rev. 328, 332 (1958) (“By suing an infringing manufacturer's customers, a patentee may
be able to choose a more convenient or favorable forum than if he had sued the



SHOIZME S0 Mt FHFAASO0| fl= SoIAtES(royalty) AFNAS AR & 271

3140 A4 slo] EFEAS A A9 T F sho] A
" B distolE (Holm FuldAE) 5dde] 21" 5 fF,
o, AbE sol ARl siFetA @A FrR7980) T oA AR

E Al Tetelw ALg SIS Tl
Sol gstel AgHAS FhE TF Bav

o AFgEete TaA Polw HA s Aol 204 g 3

Y. 5358 AL
el A At 238 vE, 31 Soll FEste]l a3telA sk
ol w7 v, 7Y S 58S HsiekeAl o ol tiste
= /MR b2 HEE A v mleelM s S5 aARIE
bz, FHelM= EU W] @flel thair = 148k EU ol A9
ol thatol= AASHA d=r.8283) -euetel M= tiH o] dxd

0

A4

O

o

manufacturer.”). & =&l gk AA7F FAH AR deA A= g
79 wEY, “EHxKd B AT -FUe) AU 38 AES FHoE-, 4uyd
A3A A3E, FHHRYE3], 2009, 33ACHF BEe] 4L glov ddIARTY
Au AW Gl ESA) B AFL FRLE Fol, 0B bl FESAY Ageke
A7k 53R PoE P Enks e olegle] wokEelAw k. o F 53
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Impression Products, Inc. v. Lexmark International, Inc., 44 No. 8 PREVIEW 327 (“The
patent exhaustion doctrine, often referred to as the first sale doctrine, holds that the

Nl
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authorized first sale of a patented item ‘exhausts’ the patent owner's right as to the
subsequent use and resale of that item.”).

81) HElY, 9o =i, BUCEHLZEAAM, AHA2RY AP freE S5AE
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82) National Economic Research Associates, 7he FEconomic Consequences of the Choice of
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Regime in the Area of Trademarks, (Feb. 8, 1999).

83) Laserdisken, 2006 E.C.R. 1-8089, p. 24 (“It follows from the clear wording of Article 4(2)
of Directive 2001/29, in conjunction with the twenty-eighth recital in the preamble to that
directive, that provision does not leave it open to the Member States to provide for a
rule of exhaustion other than the Community-wide exhaustion rule.”).

84) Wi 2002. 9. 24. A3 99v}42322 HA.

85) shal ®Ao] 53 FALNS FAT Abl MEATHY FHAL 1981, 7. 30. A
817}5H466 4.
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88) Samuel F. Ernst, Why Patent Exhaustion Should Liberate Products (and Not Just People),
93 Denv. L. Rev. 899, 916-917 (2016) (“The Policy Against Double Recovery Supports
Exhaustion Adhering in the Patented Device . . . Hence, the policy against double
recovery has been consistently articulated by the Supreme Court as a policy that animates
patent exhaustion.”).
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— Abstract

Realization of the Substance—over—form
Taxation Principle in Calculating Patent Royalty,
Which 1s Domestic Source Income under the
Korea—U.S. Tax Treaty: Focusing on the
Microsoft —Samsung Case

Chaho JUNG*
Sung Jai CHOI™

In a case where a Korean company pays royalty to an American
company for use of a patented invention, an issue could be raised whether
the royalty is domestic source income or not. On the issue, Article 6 of the
Korea-U.S. Tax Treaty prescribes that only the royalty for use of Korean
patents is domestic source income. Regarding interpretation of the provision,
the Korean Supreme Court, in many cases, has consistently decided that the
royalty for use of non-Korean patents is not domestic source income. In the
Microsoft-Samsung case at issue, lower courts applied the same jurisprudence
and found that rate of Korean patents among all Microsoft patents is about
3%, therefore about 3% of all royalty is domestic source income. This
paper, to apply the substance-over-form taxation principle, argues that (1)
“unrelated patents” (not actually used by Samsung) shall be excluded in such
calculation and (2) “redundant patents” (non-Korean patents having the same

invention as to Korean patents) shall also be excluded in such calculation. In

* Professor of Law, Law School of Sungkyunkwan University.

#x Professor of Law, Law School of Sejoing University.
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addition, it could be presumed that Samsung can manufacture the products at
issue by using only Microsoft’s Korean patents and Microsoft can prove that
Microsoft’s non-Korean patents are also necessary for the manufacture. To
make a lower court apply this jurisprudence, the Supreme Court should
reverse the lower court judgment and remit the case to the lower court,

which may examine number of additionally necessary non-Korean patents.
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Royalty, Domestic Source Income, Korea—U.S. Tax Treaty,

Substance—over—form Taxation Principle, Unrelated Patent,

Redundant Patent



