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12) Damon C. Andrews, /[ghal-Ing Seagate. Plausibility Pleading of Willful Patent Infringement,
25 Berkeley Tech. L.J. 1955, 1964 (2010) (“Thus, because the strict-liability nature of
direct patent infringement requires no inquiry into the alleged infringer's intent . . . .").

13) Patrick R. Goold, Patent Accidents: Questioning Strict Liability in Patent Law, 95 Ind. L.J.
1075, 1123 (2020) (“Like in the United States, liability for accidental infringement in the
United Kingdom is imposed strictly.”).
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15) Michael J. McKeon, 7he Patent Marking and Notice Statute: A Question of '"Fact” or
"Act”? 9 Harv. JL. & Tech. 429, 434 (1996) (“Generally, the purpose of the patent
marking and notice statute is to prevent innocent infringement and to encourage patentees
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19) Paris Convention 5(D) (“No indication or mention of the patent of the utility model, of the
registration of the trademark, or of the deposit of the industrial design, shall be required

upon the goods as a condition of recognition of the right to protection”) (emphasis
added).
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T3kl Christina  Sharkey, Strategic  Assertions: Evading the Patent Marking
Requirement, 12 Nw. J. Tech. & Intell. Prop. 103, 106 (2014) (“Leahy-Smith America
Invents Act, passed into law in 2011, added a means for patent owners to comply with
the statute easily and inexpensively by allowing for virtual marking.”); Gae'tan de
Rassenfosse & Kyle Higham, Wanted: a Standard for Virtual FPatent Marking, Journal of
Intellectual Property Law & Practice, Vol. 15 Issue 7, 2020, p. 546 (“The UK, for
example, has also integrated virtual patent marking into their Intellectual Property Act
(2014) ... ).
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44) Eugene Goryunov & Mark Polyakov, 7o Mark or Not to Mark: Application of the Patent
Marking Statute to Websites and the Internet. 14 Rich. JL. & Tech. 2, 29 (2007) (*7he
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notice of patent protection.”) (emphasis added) (citing Nike, Inc. v. Wal-Mart Stores, Inc.,
138 F.3d 1437, 1443 (Fed. Cir. 1998)).
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19) a4, 2ol =, 63-64(E B F4 T4 ol Ak AP ArE 52
AT AD FARE S04 T AL 1% BN FAAET PAHES
k)

49) Gaetan de Rassenfosse, supra, at 17 (“Regarding the country of headquarters, the fact that
U.S. assignees are more likely to mark than foreign assignees may suggest that patent
marking is predominantly a U.S. phenomenon.”).

50) Xﬁ}i-x‘“i], %] =i, 610-6111 (T 53 A287(a)FE w3 o] AL
ot ‘E&EE(patented article)S 7|3 oA AL g Hok = gAY v R
THde Sedx 9 o Olﬂ«l e 3 &%l ‘58 (patent) £ AR pat’E
Szt s FAEAY B Y Fade A Mo ags AESHA @il

=

$0] 42T & At QY F2F B
=
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He E3EF o 2PV SIHEANE T F A ugew g%}

a1, ‘E3](patent)’e] EA|2} ‘EFHHE
RTESS) dolrzt, 19529 /Y 5SSt 0}‘4‘3} 1 9}01?_] =
(pat.) o2 FAT & JLEF 3T
T 5sEA Axe SIEF Ev X8| EAHoR
‘patent’ == 179 ¢Fof]l ‘pat.’E EFHEL} I BAY AL 8T
st o 2011 |]= 7Y é-‘—E—.a‘ﬂ American Invents Act, AIA)| 7}
)

E3] A (virtual patent marking) WH o] =B welAlsn HEo] A}

51) Sontag Chain Stores Co. Ltd. v. Nat'l Nut Co. of California, 310 U.S. 281, 295 (1940) (“All
patents must ‘be recorded, together with the specifications, in the Patent Office in books
to be kept for that purpose. Constructive notice of their existence goes thus to all the
world.”) (emphasis added).

52) Roger D. Blair & Thomas F. Cotter, Strict Liability and Its Alternatives i Patent Law, 17
Berkeley Tech. L.J. 799, 834 (2002) (“At one extreme, one could argue that since patents
are, by definition, public records, potential infringers are always on constructive notice
therefore, the patent owner should always be entitled to recover damages attributable to
infringing conduct. This was the perspective embodied in the earliest patent acts in this
country . . . .”) (emphasis added).

53) Eugene Goryunov & Mark Polyakov, supra, at 3 (“The first American patent statute did
not contain a marking requirement.”).

54) Margaret A. Boulware et al., An Overview of Intellectual Property Rights Abroad, 16 Hous.
J. Int'l L. 441, 507 (1994) (“In accord with the Paris Convention, the United States does
not require marking as a condition for patent protection. However, failure to mark with
the word ‘patent’ or the abbreviation ‘pat. and corresponding patent number limits
remedies available for infringement. 35 U.S.C. [§] 287 (1988).").

55) Eugene Goryunov & Mark Polyakov, supra, at 3 (“The Patent Act of 1927 changed the
required marking from the date of patent to the word ‘patent’ and the patent number.”).

56) /d. (“The Patent Act of 1952 codified the Marking Statute as it exists today and states
that the patentee can provide sufficient constructive notice by abbreviating ‘patent’ to
‘pat.” instead.”).
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§2 glol #Fe B2T F b AEY Aol Eo] EBEF} 13
EHMEE JAshs fo] /bsaA Atk B, 1 PSS EAE o
4 A AP ER ddaFE A FA(EE URLE B4 F 9
ouAARY BES WeE Hrhs 7}@%@1;@1 e mge
el e gust Al gEsts Ageldno vopt 534
A7h B8 E&)re] REHAL AFA SEHE 5B Ao 42
W 5o AAE TEE A0RA TFY olon FH3 BEY
F e Ao AgEth a7 HelA, AY FA HFEAEA B
o Eqjol t@ oA EAeA k)60

U S3EA A= 54
< 539 ol thste] AU (strict liability) MelE A3
2 6D F, S5 dArt 5519 Aol Wi EamAH T E sk 4

57) Dane D. Sowers, Ensuring Proper Notice: Clearing the Fog Surrounding Virtual Patent
Marking, 54 Creighton L. Rev. 107, 112 (2020) (“In 2011, Congress passed the America
Invents Act, which introduced a number of revisions to the patent system, including the
introduction of virtual marking.”).

58) 35 US.C. § 287(a) (2011) (“Patentees, and persons making, offering for sale, or selling
within the United States any patented article for or under them, or importing any patented
article into the United States, may give notice to the public that the same is patented,
either by fixing thereon the word ‘patent’ or the abbreviation ‘pat.’, together with the
number of the patent, or by fixing thereon the word patent’ or the abbreviation pat’
together with an address of a posting on the Internet, accessible to the public without
charge for accessing the address, that associates the patented article with the number of
the patent, or when, from the character of the article, this can not be done, by fixing to
it, or to the package wherein one or more of them is contained, a label containing a like
notice.”) (emphasis added).

59) Corey McCaffrey, The Virtues of Virtual Marking in Patent Reform, 105 Nw. U. L. Rev.
367, 378 (2011) (“If any provision in both the 2009 and 2011 bills exemplifies the
technological advances of the Information Age, it is the virtual marking amendment.”).

60) /d at 378-79 (“Historically, patent reform has been hotly debated, and many parts of the
2009 and 2011 bills are no exception. The virtual marking amendment, however, appears
to be uncontroversial: the addition of the virtual marking amendment to Senator Leahy's
2009 bill garnered not a single mention on the record.”).

61) Ben Aiken, Eliminating the Single-Entity Rule in Joint Infringement Cases: Liability for the
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3 A4 on Pajde B4 = noE U dast ke 19
Bz, 55 FAE DA R A 54 &L o8 A% 949
Wel st 539 Falasel A4 Mast @ 5 Ak @9, A9
of 9% EHA AsE YA Astelsny AHT A SHAAR
steld Au B AAA WAAE JvE SHEANS AFHoR 3
% fEsa guhen FARCE, vF Sy SHEA 74 0
o SR QAN SHEAE A we A 22 AVl A7)
A A3kl BT Gl sl AR Mo SauME BE F 9
theo 1@l oA, Qs @y vise] Sal7 Wall ois A4 A9
Helol pae] 1@ Esug A sk e wEn 4489

A= 2 4 31606

Last Step, 101 Va. L. Rev. 193, 195 (2015) (“Direct infringement of a patent is a strict
liability offense under the Patent Act of 1952 (‘the Patent Act’), and liability attaches to
any party who ‘makes, uses, offers to sell, or sells any patented invention.”).

62) Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570 n. 2 (Fed. Cir. 1996) (“Infringement itself,
however, is a strict liability offense, . . . and a court must award ‘damages adequate to
compensate for the infringement,” 35 U.S.C. § 284, regardless of the intent, culpability or
motivation of the infringer.”).

69 AAE -z, o) v, 6128l AW
53974 S0 5HENE HES 278u §
ied, 1o AR BHe SRR solF Solel EAE 35
FEea, $F02 ol A AT Heluyo] Ak AU 5 I
Ashoz o9 S PAS WA ATk (2R ) A§2F 4.

64) Patrick R. Goold, supra, at 1121 (“Under current U.S. law, one who accidentally infringes
a patent will be held strictly liable. Typically, the patent holder is awarded damages and
an injunction. However, there is an exception in section 287 of the Patent Act. Section
287 states that ‘patentees, and persons making, offering for sale, or selling within the
United States any patented article’ may give notice to the public of the patent by
attaching the word ‘patent’ and the patent number; if such marking is not given, then the
patent holder will not receive damages unless she has given the infringer actual notice
(but will still receive an injunction).”).

65) ﬂf*ﬁ* oo =, 199W ("ol A H ml= S8y A287% (a)F2 S AAT SHHE 5ol

d 4 Feel o] SFAE A @2 A5 dFHR oW Tl

‘ﬂc‘% T ikl st olfol SA Aol

66) Roger D. Blair & Thomas F. Cotter, supra, at 799 (“[Platent law is best conceived of as

F

OE
E

a modified strict liability system . . ..") (emphasis added).
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67) Patrick R. Goold, supra, at 1122 (“On the other hand, in cases where the marking duty
applies, the liability rule comes close to a strict liability rule accompanied by a
contributory negligence defense. That is, the user will be liable unless she can
demonstrate that the patentee was contributorily negligent in failing to provide appropriate
notice.”).

68

=

Id. at 1121 (“However, the marking requirement has been interpreted narrowly by courts.

In particular, the requirement only applies in cases where the patentee produces

products.”).

69) Axtz-xWE, 4o =& 6M4UCESA A diste Eauide HAfseE Ae

ESEF A & 3= ‘SR, AAAA 2 2 o]9je] AHo]3t ‘Az )7t

SSIRAE aolo} Faldl e SAmae BFE F A

Mformation Techs., Inc. v. Rsch. in Motion Ltd., 830 F. Supp. 2d 815, 837 (N.D. Cal.

2011) (“The marking requirements of § 287(a) do not apply to pafents containing only

method claims.”) (emphasis added) (citing Bandag, Inc. v. Gerrard Tire Co., 704 F.2d

1578, 1581 (Fed. Cir. 1983)).

71) Crown Packaging Technology, Inc. v. Rexam Beverage Can Co., 559 F.3d 1308, 1316
(Fed. Cir. 2009); 919] #4& AWt = A3, oo =&, 6254,

72) M= o] HEAR HAALOIEQ] Westlaws F3te] uldd ¥4 o, 1 A g FA <

HAE o A4S gAasgey, a8 d #4e 2021d 7€ 0¥ dA7A 2AEHA

& Qkt}; Christina Sharkey, supra, at 110 (“A patentee who adopts any of these available

70

=

schemes can sue on their method patents and claim that marking was not required with
either their article or method patent numbers because a process patent 1s at issue in the
case. This strategy allows the patentee litigant to claim damages accrued prior to giving
actual notice. Although this result seems absurd, it remains the current state of marking
law.”) (emphasis added).
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 EH5EE ¥ S8R A48 AAS SsARl AL SeEA 9%
2 Ralels wd, ANEA ge AdAE SdEAe oFE ZadX
o 2R W7 2gEE W] gl

2. E3EAY &
E5Ax7F 53 FA] Al wet JHE3] 5 HAIE I FAF oA
A (constructive notice)Z412] &¥7} Q1A HLE7) G wald, 1 &
FEAIZF EAekE A Hallxe 53HY EAle] dlgte] Hojx &
[e3]

AR Aoz AT 0T AeiAb Aol WalE FAY 5 glw, vol

73) Aoz, oo =%, 614U Wine Railway A7A014 vl
| ¥e SFAANA EHEAE FEF 8T3E

g5 FHste Aol WA EHIANE A Fes oFE EIAMAE

NAEA @S shAle #2S )¢ vl du}.")(Wine Ry. Appliance Co. v. Enter. Ry.

Equip. Co., 297 U.S. 387, 397 (1936) <1-&).

74) Patrick R. Goold, supra, at 1121 (“As a result, the marking ‘duty’ does not apply in cases

=z

where the patentee does not produce a product. Therefore, as interpreted by courts, there
is no duty to mark nor give notice in cases where the patent covers a process rather
than a product. Furthermore, there is no marking duty in cases of idle or
non-commercialized patents (that Is, patents relating fo products, but where the patent
holder does not commercially market any products).”) (emphasis added).

75) Nike, Inc. v. Wal-Mart Stores, Inc., 138 F.3d 1437, 1443 (Fed. Cir. 1998) (“The early
patent statutes contained no marking requirement. . . . [Platents were public records and
all persons were ‘bound to take notice of their contents.””).

) F Ao, ool =g 0UCFAGOZ, W B AWIRGIF HEaE] A
19079 AR FEFR AL B AL D07t EHE AAsta glofof

2 X0

gotal A vb 9lal, CAFCE FR=3s dofate Asd 535 dA= < A
(actual knowledge) & 79 wehA ¥x AW Aoz 75FdE F Qlojof i}
(constructive knowledge). Z12]3l o]¢} 7+ HA|E o] T = A H I U}t).

77) Jessica S. Siegel, The Patent Marking & Notice Statute: Invitation to Infringe or Protection
for the Unwary?, 36 Hous. L. Rev. 583, 608 (1999) (“[It] is similar to the current system
in which an imnocent infringer is charged with the constructive knowledge of marked

e

goods.”) (emphasis added).
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7h S8dAs ol Izt uidk Esfuide AN e 5 A 9
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TAHATSD o AestA weAH, 53AA= 5
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78) Gart v. Logitech, Inc., 254 F.3d 1334, 1345 (Fed. Cir. 2001) (“When a patented article has
been produced by a patentee or its licensee, the amount of damages the patentee can
recover in an infringement suit is statutorily limited to those acts of infringement that
occurred after the patentee gave the alleged infringer ‘notice of infringement.” 7he statute
permits either constructive notice, which is accomplished by marking the article with the
patent number, or actual notice.”) (emphasis added).

79

=

Jessica S. Siegel, supra, at 591 (“Even though the patentee fails to mark the patented
article, he may still recover damages if he notifies the infringer of the infringement.
However, the patentee must provide actual and specific notice to the infringer. Moreover,
the notice must specifically charge infringement and reveal the existence of a patent to
the alleged infringer.”); /d at 593 (“Failure to comply with the statute resulted in limited
damages; in fact, no damages were recoverable unless and until the infringer was notified
and subsequently continued to infringe.”).

80) Nike, Inc. v. Wal-Mart Stores, Inc., 138 F.3d 1437, 1443 (Fed. Cir. 1998) (“A duty to
mark was imposed by the Patent Act of 1842, which required ‘all patentees and assignees
of patents . . . to stamp . .. on each article vended, or offered for sale, the date of the
patent.” If the patentee failed to mark each article, the penalty was a fine of ‘not less
than one hundred dollars.”).

81) /d. (“In 1861 the statute was amended to delete the statutory penalty, and instead to

place a limitation on the patentee's right to recover for infringement. The Patent Act of

1861, 12 Stat. 246, 249, provided that ‘no damage shall be recovered by the plaintiff

unless that person marked the article as patented or the infringer received actual notice

of the patent.”).
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1) 531829 HEaAEA 539 SAl| tidt AAF aje] dedd] nXe 9%
vl AR o] Halo Ao A87 319 (willfulness) Fetell o slod
Mz Hel s AAG o] 5,88 1 AFlo] #ate] FHoRE vE H=9
AL obA glal, va EFAYE BG5S Holal vk CAFCE 53
A Aol digk oo TS s Aol Al S3A ol e

AA Q14 (actual knowledge)ol & A& LF3LE89) o] e} pE s},
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BA gl =
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86) See Roger D. Blair & Thomas F. Cotter, supra, at 834 (“The question therefore arises
whether conditioning an award of damages upon compliance with a more rigorous notice
standard makes sense . . ..").

87) Halo Electronics, Inc. v. Pulse Electronics, Inc., 136 S. Ct. 1923 (2016).

89) A5, ‘3 MAAES =3 SRHALEANAG Ao A - n9l BY A1F
S FASE AP ANE Al48%, APHEAATH2019), 1869 (“2016. 6. 13. 7= AWl
W& Halo/Stryker 25 Fato] SoEaujae] A4 o= A AZd osto]
Hld7bs/dol sle Ssldeldlol s oo = AEE WelE Yt 7SS
3tskied”).

89) Dmitry Karshtedt, Znhancing Patent Damages, 51 U.C. Davis L. Rev. 1427, 1438 (2018)
("Specifically, the Federal Circuit has adhered to its pre-Halo rule that a victorious patent

c

plaintiff cannot receive damages beyond the compensatory baseline unless it can prove, at
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Halo &4 o]% a7} Ssl&%9] 7«4 &
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E3Y NAL B3 355 E A (false patent marking) Hz|e W3}

1%4 dal =3y #2922 A@ae 20119 ARHAL, 1 AA
S FAEFFA it HE el MEE HEE AlAS Forest
Group 70190 S AR Al AUA A 7hE8bths v oA v E A

a minimum, that the defendant had actual knowledge of the patent-in-suit. Apparently,
nothing less will suffice-—not even so-called ‘willful blindness’ or constructive knowledge
that might be imputed based on, for example, the fact that the infringer copied a product
marked with a notation that a patent application with claims covering the product is on
file, or even with an actual patent number.”) (citation omitted).

90) WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1336 (Fed. Cir. 2016) (“The parties dispute
whether substantial evidence supports a finding that Kohler copied Westerbeke's Safe-CO
gen-sets, which are an embodiment of the claimed invention.”) (emphasis added).

91) /d at 1341-42 (“We conclude that there was substantial evidence for the jury's finding
that Kohler had knowledge of the patents in suit at the time of infringement. At trial,
WBIP presented testimony from John (‘Jack’) Westerbeke, the inventor and majority-owner
of Westerbeke Corporation, that Westerbeke's low—carbon monoxide gen-sets have been
marked with the patents in suit since their issuance. Supporting this testimony, . . .
WBIP submitted an email Mr. Westerbeke sent the day after the '044 patent issued in
2008, . . . WBIP submitted representative photographs of Westerbeke's low—carbon
monoxide gen-sets that are clearly marked with both patents in suit.”).

92

N

Dmitry Karshtedt, supra, at 1541 n. 518 (“[Iln the leading post-Halo Federal Circuit case
on point, WBIP, LLC v. Kohler Co., 829 F.3d 1317 (Fed. Cir. 2016), the plaintiff proved
the defendant's actual knowledge of the patent as a factual matter. In fact, it seems that
the Federal Circuit held that actual knowledge could be inferred from patent marking on
the products that the defendant copied.”).

93) Mark A. Lemley & Ragesh K. Tangri, Znding Patent Law's Willfulness Game, 18 Berkeley
Tech. LJ. 1085, 1120-21 (2003) ("Similarly, those that copied a product in the
marketplace without knowledge that it was covered by a patent would not be willful
infringers, though the common practice of marking products with patent numbers would
make this a smaller set of cases.”) (emphasis added).
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S AES FA R 2sle] AR £dl(competitive injury)E -2 A}ol
gt WARAR L FA59 T aHy S5 RAIE T At

94) Forest Group, Inc. v. Bon Tool Co., 590 F.3d 1295 (Fed. Cir. 2009).

95) AAs, oro] =, 154W(“[Forest Group] HAR <l&te] 7} AEHZ HFo] Aty
A A7t B A5 24 AFE W] vnstdete dA g A4t F 5 A
HAnk"): S8d A58, = AASHAMAA: 201D HAWE 24 2 vk
o mXE ok T3 A" 533 (2012), 196H(“20093 2] Forest Group B-A A
HdS HAEAE AF S99 $5009 HES viAEdH, ofF VISR HHEA
qui tam ZFo] FA3] F7FIATE).

Beth Kublin, Keformation of the False Marking Statute [s Necessary, Elimination of the Qui
Tam Provision Is Not, 21 Fed. Circuit B.J. 69, 82 (2011) (“/Ajfter the Forest Group
decision in December 2009 changed the recovery from five hundred dollars total to five
hundred dollars per article, ‘in the first four months of 2010, 240 false patent marking

96

Ntd

claims were filed in courts across the United States. That represents about 2.9 new
claims filed every court day. The trend in new case filings is not likely to cease or
decline any time soon. /n fact in the third quarter of 2010 alone, 175 false marking
claims were filed”) (emphasis added) (footnote omitted).

97) 35 US.C. § 292(a) (2011) (“Shall be fined not more than $500 for every such offense.
Only the United States may sue for the penalty authorized by this subsection.”) (emphasis
added).

98) 35 US.C. § 292(c) (2011) (“The marking of a product, in a manner described in
subsection (a), with matter relating to a patent that covered that product but has expired
is not a violation of this section.”); 584, &¢] AF89 BN, 196H (S YEA AF2
A9 diFd tgd 2 FAd Vxdtk O AFS AMSe 537 FREAAAT
Saisrt A9 AFES AS deAd, @ AFe #AE 587 Fau
unenforceable® HQAY, @ AT FAH EF Y Zydo] 2 AZTS AWA
g Aow s4se Afolth).

99) 35 US.C. § 292(b) (2011) (“A person who has suffered a competitive injury as a result of
a violation of this section may file a civil action in a district court of the United States
for recovery of damages adequate to compensate for the injury.”).
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100) Ryan Davis, Joyous Lawyers Bid Adieu fo False Fatent Marking Suits, LAW360 (Sept. 14, 2011)
(“Clearly individuals seeking to cash in on the false marking craze are out of luck, but even
competitors seeking to assert false marking claims will face a difficult road under the provision
requiring them to show they suffered a competitive injury due to false marking.”), hitps,/www.raye
rhrown.com/~/media/files/news/2011/09joyous-lawyers-bid-adieu-to-false-patent-marking-/files/11569pdf/fileattachment/
11569, pdf.

101) Christopher A. Cotropia et al., Unpacking Patent Assertion Entities (PAEs) 99 Minn. L.
Rev. 649, 665 (2014) (“The AIA effectively eliminated nearly all false marking cases. We
did not find any false marking disputes in the 2012 data”) (footnote omitted).

102) /d. (“Whoever, without the consent of the patentee, marks upon, or affixes to, or uses in
advertising in connection with anything made, used, offered for sale, or sold by such
person within the United States, or imported by the person into the United States, the
name or any imitation of the name of the patentee, the patent number, or the words
‘patent,’” ‘patentee, or the like, with the intent of counterfeiting or imitating the mark of
the patentee, or of deceiving the public and inducing them to believe that the thing was
made, offered for sale, sold, or imported into the United States by or with the consent
of the patentee; or Whoever marks upon, or affixes to, or uses in advertising in
connection with any unpatented article, the word ‘patent’or any word or number importing
that the same is patented, for the purpose of deceiving the public.”) (emphasis added).

103) Bonnie Grant, Deficiencies and FProposed Recommendations to the False Marking Statute:
Controlling Use of the Term '"Patent Pending! 12 J. Intell. Prop. L. 283 (2004) (“False
patent marking occurs when a manufacturer marks an unpatented product as patented. . .
.. [lJt requires a showing of intent fo decerve that is difficult to prove, resulting in
many cases of false marking going unsanctioned . . ..") (emphasis added).

104) Juniper Networks v. Shipley, No. C 09-0696 SBA, 2010 WL 986809, at *9 (N.D. Cal.
Mar. 17, 2010) (“The false marking statute is intended to protect the public from being
misled into believing that an article is patented when, in fact, it is not.”).
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106) UK. Patent Act § 62(1) (2014) (“In proceedings for infringement of a patent damages
shall not be awarded, and no order shall be made for an account of profits, against a
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defendant or defender who proves that at the date of the infringement he was not
aware, and had no reasonable grounds for supposing, that the patent existed; and a
person shall not be taken to have been so aware or to have had reasonable grounds for
so supposing by reason only of the application to a product of the word ‘patent’ or
‘patented’, or any word or words expressing or implying that a patent has been obtained
for the product, unless the number of the patent or a relevant internet link accompanied
the word or words in question.”).

107) UK Patent Act § 62(1A) (2014) (“The reference in subsection (1) to a relevant internet
link is a reference to an address of a posting on the internet— (a) which is accessible
to the public free of charge, and (b) which clearly associates the product with the
number of the patent.”).
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108) Patrick R. Goold, supra, at 1123 (“Like in the United States, liability for accidental
infringement in the United Kingdom is imposed strictly.”).

109) UK Intellectual Property Office, Manual of Patent Practice 62.03 (“The court or the
comptroller cannot award damages or make an order for an account of profits against an
innocent infringer.”).

110) Marking Products as Patented in the UK, JA KEMP (“In the UK, a patentee who can
demonstrate that a third party has infringed a valid patent may be entitled to financial
remedies, for example damages resulting from the infringement. However, the UK Patents
Act (UKPA) provides infringers with a defence to such claims. Thus, section 62(1) UKPA
states that . . . ."), https://jakemp.com/en/knowledge-centre/briefings/marking-products-as-pate
nted-in-the-uk (last visited Dec. 27, 2021).

D WA, 8 S AR 0710 Ao A 99 B 50 e
2ot 4 oA A Ak AW Qe 2+ Ak B ok %
W3k2] ¢H=THUK Intellectual Property Office, Manual of Patent Practice (20151 4€ %
7§23, &= 62.03).).
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112) UK Intellectual Property Office, supra (“The test thus concerns only ignorance of the
existence of the patent and not failure to appreciate that an act committed by them
might constitute an infringement. If the infringer had no actual knowledge, the existence
of reasonable grounds must be judged in the light of all the circumstances at the time of
the infringement; the test is objective.”).

113) Patrick R. Goold, supra, at 1124 (“The defendants alleged they had no grounds to know of
the patent, but the court disagreed: the patented product had been featured in a trade
magazine (as the magazine's ‘Innovative Product of the Year’) with wide circulation, and
which was frequently read by the defendant's technical staff.”) (citing Collingwood Lightning
Ltd v. Aurora, [2014] EWHC 228 (Pat)).

114) 294, e} =, 316W( Sy Aizs Sadsld Ads FAsta, 45 4
FAZAS MBS A A g,

115) Marking Products as Patented in the UK, JA KEMP, supra (“However, the onus is on
the infringer to prove their innocence, ie. that at the date of the infringing act they
were not aware, and had no reasonable grounds for supposing, that the patent
(or published application for a patent) existed.”).

116) Patrick R. Goold, supra, at 1125 (“The UXK. provision is best described as a
‘quasi-negligence’ rule where the burden of proof is on the defendant to prove their
lack of negligence. Unlike the U.S. courts, U.K. courts examine the user's level of care
rather than the patentee's.”).
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117) Id at 1123-24 (“Courts have held that the ‘reasonable grounds’ test is objective, and, in
many cases, compared it to the ‘reasonable person’ negligence standard.”).

118) /d at 1123 (“If a patented product contains the word ‘patent’ and the relevant patent
number, then the user shall be deemed to have reasonable grounds for supposing the
patent existed.”).

119) Virtual Marking, WP THOMPSON (“/t should be noted that the UK Courts have a high
standard before they will allow an innocent’ infringement defence. Thus where the infringing
company has their own patents, is involved in R&D or has a patent department, the Court is
likely to find that the company should be aware of patents and so should carry out the
necessary searches. The innocent infringement defence is therefore unlikely to be successful
in these circumstances, even if the product is not marked with the patent number or a
relevant internet link””) (emphasis added), https://www.wpt.co.uk/resources/news/virtual-patent-marking/
(last visited Dec 27, 2021).

120) 9= E3HL 7MAES EAE webmarking® 2 ™3t} UK Intellectual Property Office,
https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment_data/file
/325027/webmarki ng-_factsheet.pdf (last visited Dec 27, 2021).
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121) 9= E3|49] 7AE3I%A] Wiloll ¥t A 2b&: UKIPO, Webmarking of Patented Products-Business
Guidance (2014), https://assets.publishing.service.gov.uk/government/uploads/system/uploads/attachment
_data/file/325027/webmarking-_factsheet.pdf.

122) UK. Patent Act § 62(1A) (2014) (“The reference in subsection (1) to a relevant internet
link is a reference to an address of a posting on the internet— (a)which is accessible to
the public free of charge, and (b)which clearly associates the product with the number of
the patent.”).

123) Virtual Marking, WP THOMPSON, supra (“The relevant internet link must be to an address of a
posting on the internet which is accessible to the public free of charge and which clearly
associates the product with the number of the patent. 7 is not enough just to list all patents
owned by a company without indicating which ones relate to which products”) (emphasis added).

124) Gae'tan de Rassenfosse & Kyle Higham, supra, at 545 (“We aim this article at those
patentees and attorneys who wish to ensure the proper implementation of VPMs, and
also at governments or inter-governmental organizations who wish to construct a formal
standard for VPMs or otherwise encourage their use. 7he USA has by far the most
VPM users and VPM-related case law, and we therefore believe that this jurisdiction’s
experience can provide some I1mportant lessons for the global intellectual property
community. Indeed, the content and wording of the US and UK statutes that explicitly
allow VPMs as a form of validmark are largely the same.”) (empahsis added).

125) d.

126) UK. Patent Act § 110(1) (2014) (“If a person falsely represents that anything disposed
of by him for value is a patented product he shall, subject to the following provisions of
this section, be liable on summary conviction to a fine not exceeding level 3 on the
standard scale.”); /d (“Care should be taken when marking products as patented since
under UK law it is a criminal offence to falsely indicate that a product is covered by a
patent.”).
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127) /d (“The ability to mark products with an internet link may help to make it easier to
ensure that markings are up to date as it is quicker and easier to update a webpage
rather than amend markings on products and/or their packaging.”).

128) Australia Patent Act § 123 (1990) (“1. A court may refuse to award damages, or to
make an order for an account of profits, in respect of an infringement of a patent if the
defendant satisfies the court that, at the date of the infringement, the defendant was not
aware, and had no reason to believe, that a patent for the invention existed. 2. If
patented products, marked so as to indicate that they are patented in Australia, were
sold or used in the patent area to a substantial extent before the date of the
infringement, the defendant is to be taken to have been aware of the existence of the
patent unless the contrary is established. 3. Nothing in this section affects a court’s
power to grant relief by way of an injunction.”).
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129) Johnathon E Liddicoat, Re-evaluating mnocent infringement in Australia: Patent numbers and virtual
narking (2013), at 29 (“As stated above, [section] 123 was based upon the equivalent UK section.”),
file:///C:/Users/sphwa/Downloads/LiddicoatandNicolRe-evaluatingFalsePatentMarkinginAustralia2013222Jour
nalofLawlnformationandScience128.pdf.

130) /d at 26 (“whilst subs (2) does present an infringer with the opportunity to rebut the
presumption of notice under the subsection, an mfringer is unlikely to garner innocent
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infringement protection in these circumstances for two reasons. First, if patent marking is
effected, for an infringer to successfully plead innocent infringement they must prove
that they were unaware a patent existed for the product — a difficult task given they
have been found to infringe a market product that is sold or used to a substantial
extent”) (emphasis added); Andrew Lowe & Russell Davies, Australia: To mark and how fto
mark patented products? Virtual marking in Australia and New Zealand (2016) (“The effect of
subsection 123(2) is to make it difficult for a defendant to argue innocent infringement where
the products have been marked in Australia.”), https:/www.mondaq.com/australia/patent/
549776/to-mark-and-how-to-mark-patented-products-virtual-marking-in-australia-and-new-
zealand.

131) Andrew Lowe & Russell Davies, supra (“Secondly, even if they do rebut the presumption
they must prove that they had no reason to believe a patent for the product existed
under s 123(1).").

132) /d (“As a side note, this breadth may explain why the provision has not been litigated
much, given that most marks would appear to discharge notice requirements.”).

133) /d (‘While section 123 does not expressly mention virtual marking, the standard for
patent marking is low — the product need only be marked to "indicate" that they have
been patented in Australia.”).

134) /d. (“Hence, the position in Australia would seem to indicate that virtual marking may be used
without any significant issues.”).
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135) New Zealand Patent Act § 153(1) (2013) (“The court must not award damages or an
account of profits for infringement of a patent if the defendant proves that at the date
of the infringement the defendant did not know, and ought not reasonably to have
known, that the patent existed or, in the case of a proceeding under section 81, that the
complete specification had become open to public inspection.”).

136) New Zealand Patent Act § 153(2) (2013) (“It is presumed that a person ought reasonably
to have known that a patent existed if— (a) a product is marked so as to indicate it is
patented in New Zealand and with the New Zealand patent number; and (b) the person
knew, or ought reasonably to have known, of the product.”).
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137) Andrew Lowe & Russell Davies, supra (“[Tlhere is no court discretion once innocent
nfringement 1s established — the court must not award damages or an account of profits in
New Zealand. This stands in contrast to Australia, where the Court has a discretion not to
award damages or an account of profits.”).

138) /d. (“Only marking the product with the New Zealand patent number will give rise to a
presumption of knowledge that a defendant has to overturn to establish innocent
infringement.”).

139) /d (“In the absence of marking or where marking is insufficient, the onus remains on the
defendant but there is no presumption of knowledge, making it easier to establish
innocent infringement.”).

140) /d (“While section 123 does not expressly mention virtual marking, the standard for
patent marking is low — the product need only be marked to ‘indicate’ that they have
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been patented in Australia.”).

141) /d (“[1)t is not clear whether virtual marking would be sufficient to meet this standard,
especially as it could be argued that virtual marking only indicates that the product is
patented, which is deemed to be insufficient under subsection 53(3) to create the presumption
of knowledge.”).

142) Devices for Med., Inc. v. Boehl, 822 F.2d 1062, 1066 (Fed. Cir. 1987) (“Absent notice,
[accused infringer's] ‘knowledge of the patents’ is irrelevant. Section 287 requires ‘proof
that the infringer was notified of the infringement.”).
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143) WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1341 (Fed. Cir. 2016) (“Knowledge of the
patent alleged to be willfully infringed continues to be a prerequisite to enhanced
damages.”) (citing Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct. 1923, 1932-33
(2016)).

144) Id. at 1341-42.

145) Dmitry Karshtedt, supra, at 1541 n. 220 (“In a recently decided nonprecedential case, the
Federal Circuit suggested that actual knowledge of the patent's existence is not
necessary for willfulness, while at the same time observing that the plaintiff provided
evidence from which actual knowledge could be inferred.”) (citing WCM Indus., Inc. v.
IPS Corp., 2018 WL 707803, at #*8-9 (Fed. Cir. Feb. 5, 2018)).
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146) Barry Eagar,
Australia can enhance an assessment of damages for patent infringement. Subsection
122(1A) of the Patents Act 1990 (No. 83) (the ‘Act’) sets out that a court may include

an additional amount in an assessment of damages for patent infringement, if the court

considers it appropriate to do so having regard to,
infringement.”), https://eagar.com.au/patent-marking-in-australia/ (last visited Dec.

2021).
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Patent Marking in Australia, Bagar & Associates (“Patent marking in

inter alia,

the flagrancy of the

27,
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152) %¢l 745 151) 3aL

153) Rite-Hite Corp. v. Kelley Co., 819 F.2d 1120, 1125 (Fed. Cir. 1987) (en banc) (“In a
determination of willfulness and its consequences, the totality of circumstances are
considered. ‘Willfulness’ in infringement, as in life, is not an all-or-nothing trait, but one
of degree. It recognizes that infringement may range from unknowing, or accidental, to
deliberate, or reckless, disregard of a patentee's legal rights.”).

154) JEW Al112z.
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156) Mark A. Lemley & Ragesh K. Tangri, supra, at 1090-91 (“Notice of the existence of a
patent does not in itself suffice to establish willfulness, however. To be willful, an
accused infringer must understand that the patent is valid and that what it is doing
infringes the patent.”) (emphasis added).
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159) Gaetan de Rassenfosse, Notice Failure Revisited: Evidence on the Use of Virtual Patent

Marking 16-17, Nat'l Bureau of Econ. Research, Working Paper No. 24288 (2018) (“Data
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suggest that about 12 percent of patent holders overall provide virtual marking
information (and perhaps about 25 percent of commercially active assignees.”),
https://www.nber.org/papers/w24288.pdf; Michelle K. Lee, Report on Virtual Marking,
United States Patent and Trademark Office, at 23 (2014) (“One commenter noted that
virtual marking is not widely used. While this lack of use is not a deficiency of virtual
marking per se, it perhaps suggests that patentees are not overly familiar with virtual
marking.”), https'//www.uspto.gov/sites/default/files/aia_implementation/VMreport.pdf.

160) /d. (“In Europe, for instance, the European Patent Convention does not require marking.
It is also silent about the implications of marking and leaves this to national (patent and
competition) laws.”).

161) /& (“The United Kingdom seems to be an exception, with ‘webmarking’ having been
recently introduced with the UK Intellectual Property Act 2014.").

162) Michelle K. Lee, supra, at 26 (“The USPTO concludes that virtual marking has likely met
its intended objectives of reducing manufacturing costs and facilitating public notice in
certain situations, bearing in mind the limitations inherent in this analysis with regard to
availability of empirical data and user experiences with virtual marking. To better assess
virtual marking's impact, the issue could be revisited at a later date, to account for
further user experiences, additional data, and jurisprudential developments.”) (emphasis
added).

163) Dane D. Sowers, supra, at 115 (“Traditional patent marking is governed by a ‘consistent
and continuous’ standard, meaning that a patentee must mark its products consistently
and continuously to be in compliance with the marking requirements. The inference is
that this same standard would apply to virtually marked products as well, but the statute
does not fully define the requirements for patentees wishing to virtually mark. Without
someone litigating the issue, patentees may not know how much downtime is considered
acceptable, or what the permissible extent and frequency of modifications is.”) (footnote
omitted).
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Ben Aiken, Eliminating the Single-Entity Rule in Joint Infringement
Cases: Liability for the Last Step, 101 Va. L. Rev. 193
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Roger D. Blair & Thomas F. Cotter, Strict Liability and Its
Alternatives in Fatent Law, 17 Berkeley Tech. L.J. 799
(2002).

Margaret A. Boulware et al., An Overview of Intellectual Property
Rights Abroad, 16 Hous. J. Int'l L. 441 (1994).

Damon C. Andrews, Igbal-Ing Seagate:X Flausibility Pleading of
Willful Patent Infringement, 25 Berkeley Tech. L.J. 1955
(2010).

Christopher A. Cotropia et al., Unpacking Patent Assertion Entities
(PAEs), 99 Minn. L. Rev. 649 (2014).

Eugene Goryunov & Mark Polyakov, 7o Mark or Not to Mark:
Application of the Patent Marking Statute to Websites and
the Internet, 14 Rich. J.L. & Tech. 2 (2007).

Patrick R. Goold, Patent Accidents: Questioning Strict Liability in
Patent Law, 95 Ind. L.J. 1075 (2020).

Bonnie Grant, Deficiencies and Proposed Recommendations to the
False Marking Statute: Controlling Use of the Term ‘Patent
Pending’, 12 J. Intell. Prop. L. 283 (2004).

Dmitry Karshtedt, FEnhancing Patent Damages, 51 U.C. Davis L.
Rev. 1427 (2018).

Beth Kublin, Reformation of the False Marking Statute Is
Necessary, Elimination of the Qui Tam Provision Is Not, 21
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— Abstract

Amendment of the Patent Act for Encouragement
of Patent Marking for Seeking Benefit of both a
Patent Holder and a Third Party

Sung Pill HWANG"

The Korea Patent Act’s Article 223 stipulates patent and patent
application marking. Patent marking system requires that a patent holder
inform that patented article is under patent protection, and the purpose of
the patent marking is to help prevent innocent infringement. The patent
marking system is widely utilized by countries in the Anglo-American
common law system. That is different from Korea patent system to presume
negligence of patent infringement by acknowledging that the public had
reason to be aware of existence of the patents-in-suit and their claimed
invention based on publication of the fact that the patents-in-suit are
registered. In other words, there is no incentive for a patent holder to
voluntarily mark a patented article with the patent, and therefore the patent
marking system has never been considered as an important issue in a case
of Korea’s patent infringement. However, the stipulation for presumption of
negligence has been strictly interpreted by the court. As a result, only a
patent infringer bears a heavy burden to figure out whether the patent has
been existed and any possibility to avoid patent infringement. Since such

practice would be unrealistic depending on the circumstance of a given cases

* KIPRES Director.
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is subject to criticism from the legal academics. That criticism shows the
necessity for discussion to encourage patent marking as a countermeasure
against court’s current practice. In this regard, this article, firstly, examined
legislative examples of patent marking system in the Anglo-American
common law system. Moreover, this article suggests a realistically feasible
amendment of the Korea Patent Act, which can provide a patent holder with
some incentive to actively mark a patented article with the patent, and also
suggests additional legislative proposal to input the patent marking as an
example in the Section 9(2) of the Article 128 of the Korea Patent Act that
states degree of knowledge of willfulness to award enhanced damages. The
Korea Patent Act stipulates enhanced damages based on the infringer’s
willfulness. Since a finding of the willfulness requires the infringer’s actual
knowledge of existence of the patents-in-suit, it would be a significantly
attractive incentive to the patent holder to enact presumption of actual
knowledge of the existence of the patents-in-suit where there is patent
marking. On the other hand, if the Korea Patent Act’s Article 127
stipulating on indirect patent infringement is amended with addition of a
legal theory for contributory infringement regarding ‘dual-purpose product’, a
patent holder bears burden to prove that a defendant was aware of existence
of the patents-in-suit. In this case, it is expected that existence of patent

marking may be considered as a means to prove the defendant’s knowledge.

@ Sung Pill HWANG

patent marking, patent infringement, damages,

presumption of negligence, presumption of actual

knowledge



