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(standing) & AAR7] 913 27 Art. I, section 22014 -3 gk},
A AN E FARE AAS AART] el 2TFFRR) AR o] “Af
A EE Exﬂ(Case or Controversies)” Q4L FZ&of 3+ o -3Ht}
A EE AT 912 HYolghE APHIIE AAl 4] gle AR

14 o Ae AT Fol ohleh Al BAgel
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and Appeal Board, o]z‘s} “PTAB”)®] A 4o EXEsl= A$ Fais
AL A3 g A Y (United States Court of Appeals for the
Federal Circuit, ©]3} “CAFC”)el| 3tA3dlo] APHZA #oks wks 4= 9)

AR
o} a9y, E5d Jalago] $HEHE a4 AHthe accused) = &
Al z=glo] AlFdh= PTABOIA Y] Fadeds F3 5389 FHas A
EotHA, Aol ESAAZEEH AFS dEtr] fE SsEye A

eabis AoKelel, “AAAF)S Wol A AF AL Ay
ATe ERa e Ao ekt 497k wrh webd, AA9
A

559 A2l 9PonyE kA 3

A71sE GAAE A=A AAAHEX Parte

2) “The judicial Power shall extend to all Cases, in Law and Equity, arising under this
Constitution, the Laws of the United States, and Treaties made, or which shall be made,
under their Authority;—to all Cases affecting Ambassadors, other public Ministers and
Consulsi—to all Cases of admiralty and maritime Jurisdiction;—to Controversies to which
the United States shall be a Party;—to Controversies between two or more Statesi—
between a State and Citizens of another State,—between Citizens of different States,—
between Citizens of the same State claiming Lands under Grants of different States, and
between a State, or the Citizens thereof, and foreign States, Citizens or Subjects.”

3) Muskrat v. United States, 219 U.S. 346, 362 (1911) (“If such actions as are here
attempted, to determine the validity of legislation, are sustained, the result will be that this
court, instead of keeping within the limits of judicial power, and deciding cases or
controversies arising between opposing parties, as the Constitution intended it should, will
be required to give opinions in the nature of advice concerning legislative action,—a
function never conferred upon it by the Constitution, and against the exercise of which
this court has steadily set its face from the beginning.”).
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5) "= 53] 35 US.C. §302 (“Any person at any time may file a request for reexamination --").

6) Atz %] =& 5129 A E ‘inter partes review' = “YFARAF AAAY et HY
3} +=4], Ex parte reexamination 2F= 2 ‘review 2= £0]7} AAEHATE Ao A, B
oA FEAAL FEAR O R Mgt

7) v 53 35 US.C. §311 (“-+ a person who is not the owner of a patent may file with
the Office a petition to institute an inter partes review of the patent.”).
8) o8l ‘B A7, ‘Apple II' 2 ‘oidatal'gt A stc}
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11) https://www.jpo.go.jp/system/trial_appeal/document/sinpan-binran_18/31-02.pdf (2019. 7. 31.
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21) Lear, 395 U.S. at 674 (“If a licensee has reason to believe that he will replace a patented
idea with a new one in the near future, he will have little incentive to initiate lengthy
court proceedings, unless he is freed from liability at least from the time he refuses to
pay the contractual royalties. Lastly, enforcing this contractual provision would undermine
the strong federal policy favoring the full and free use of ideas in the public domain. For
all these reasons, we hold that Lear must be permitted to avoid the payment of all
royalties accruing after Adkins' 1960 patent issued if Lear can prove patent invalidity.”).

Lear, 395 U.S. at 670 (“Yet the Patent Office is often obliged to reach its decision in an
ex parte proceeding, without the aid of the arguments which could be advanced by parties

22

N

interested in proving patent invalidity. Consequently, it does not seem to us to be unfair
to require a patentee to defend the Patent Office's judgment when his licensee places the
question in issue, especially since the licensor's case is buttressed by the presumption of
validity which attaches to his patent. Thus, although licensee estoppel may be consistent
with the letter of contractual doctrine, we cannot say that it is compelled by the spirit of
contract law, which seeks to balance the claims of promisor and promisee in accord with
the requirements of good faith.”).
23) #Hste], YGAal FaAddd e FaAd A7 A= AA#A 53T A
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24) Lear, 395 US. at 673 (“Enforcing this contractual provision would give the licensor an
additional economic incentive to devise every conceivable dilatory tactic in an effort to
postpone the day of final judicial reckoning. We can perceive no reason to encourage
dilatory court tactics in this way. Moreover, the cost of prosecuting slow-moving trial
proceedings and defending an inevitable appeal might well deter many licensees from
attempting to prove patent invalidity in the courts.”).

25) 1d.

26) Medlmmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007).

27) US Pat. 6,331,415.
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28) MedImmune, 549 U.S. at 122 (“Nevertheless, petitioner considered the letter to be a clear
threat to enforce the Cabilly II patent, terminate the 1997 license agreement, and sue for
patent infringement if petitioner did not make royalty payments as demanded.”).

29) Medimmune, 549 U.S. at 126 (“We dispelled those doubts, however, in Nashville, C. & St.
LR. Co. v. Wallace, 288 U.S. 249, 53 S.Ct. 345, 77 L.Ed. 730 (1933), holding (in a case
involving a declaratory judgment rendered in state court) that an appropriate action for
declaratory relief can be a case or controversy under Article III. ”).

30) Gen-Probe Inc. v. Vysis, Inc., 359 F.3d 1376, 1381 (Fed. Cir. 2004).

31) Medlmmune, Inc. v. Genentech, Inc., 427 F.3d 958, 964 (Fed. Cir. 2005).

32) MedImmune, 549 U.S. at 137 (“We hold that petitioner was not required, insofar as Article
IIT is concerned, to break or terminate its 1997 license agreement before seeking a declar
atory judgment in federal court that the underlying patent is invalid, unenforceable, or not


http://1.next.westlaw.com.ssl.ca.skku.edu:8080/Link/Document/FullText?findType=Y&serNum=1933123047&pubNum=0000708&originatingDoc=I39aa4a8c9fda11dbb38df5bc58c34d92&refType=RP&originationContext=document&transitionType=DocumentItem&ppcid=7e48dd40b8d542248f611b210c3c3cc2&contextData=(sc.DocLink)
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infringed.”).

33) Medlmmune, 549 U.S. at 128-29 (“Our analysis must begin with the recognition that,
where threatened action by government is concerned, we do not require a plaintiff to
expose himself to liability before bringing suit to challenge the basis for the threat —for
example, the constitutionality of a law threatened to be enforced. The plaintiff's own
action (or inaction) in failing to violate the law eliminates the imminent threat of
prosecution, but nonetheless does not eliminate Article III jurisdiction.”).

34) Medlmmune, 549 U.S. at 131 (“We concluded that ‘the requirements of [a] case or contro
versy are met where payment of a claim is demanded as of right and where payment is
made, but where the involuntary or coercive nature of the exaction preserves the right to
recover the sums paid or to challenge the legality of the claim.”).

35) o8} ‘B ARl E2 ‘O e
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g vea. 584209 544 Shd0] FoAAE dHE A%
E3)700] Holso] wk FFo| AHEA 2 F Ax %ol 54

st dzakg B8 715 E5E 538 Fagd § JEF st vt wet
Al FaATE 539 FFAd SUS et Aol mA g xs)
A Fek Adrles 4 FFol € e AS olE FI dnk ¥
= Zbd FTEA A ERS AlFste] §9 slo A sk
oo & E3le FaE Axde TR & 4 v AT, Fa
At gt g2 T APHAY wds v o vt AAEA
B oAds] AW Art. 111, section 2] W& FAR}F HZAo] U=
A 7F 2 AR o] H AT

@ 5+ Yt P H20] A4E F dEAd ta AvnsE g,

III. sy HE

1. A A

i Apple 119 AME A= AT F-i Apple [ &4413603 #hdo] glo
o2 Apple [ &a4lo] AAAAE WA AHEES Fr

Apple T Ao A #AFH(Qualcomm) W =53] A|7,844,037%.(0]
3 “‘037 53]7) 2 A8,683,362% (03} “362 53"l 75t of =
(Apple)s Auiz ZHgfxyol w3 AA R 58A i
= A71stA . ol ofEL Zhzbe] 53] el PTABe| IPR&

36) Apple v. Qualcomm, 992 F.3d 1378 (Fed. Cir. 2021) [Apple 1.
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Hakx] EdveE AZAS Rt ofZo] PTAB Al Ao dish a4

A, ofE BAL AAAA A F JFPHE BE AFS T,

TAsR Y. agla, ool Vx5t o AR EA Y A A EH

Y 25 ZsH(with prejudice)3Dst= 4173 (motion)S 3k 2 WA
)
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olg wolsdrh ¢ BAAE 69 A7 g
zaow Aol B ¥ 538 xdste] 100,0007°] =3
AN e ARG ook 2 AAelw BE: QA
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rlo
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o
&

o] AAAAEA =& PTABY HZE 4o EHE3o CAFCoY
25 A71s Y. CAFCE ol&9 4o diste] o Zo] AAAA
olm 2 AW Art. I section 20 W& FA A 2 Ao] glvta W

Mo
ol
ol
38

th. 2021 59 74, o)EE CAFC ool E53te CAFC A
Az 448 = AS ¥y 20214 7€ 208 ALFA

ot
(o]

AL ol S oA A 2ok
o] - ARzl Apple 119] AHd¥A= v} 2t
R

NES R A A xdol W AH Y] oy 5
8302 5 A adS A7Iskadrh. olES Apple [elA ¢} wkzkrbA|
% PTABO|A IPR HAE &g, 5 Faste Agglon, PTABY
A Ao BEslo] CAFCol @438t}

2. CAFC9| &t

7}. Apple 1 344 #Ao+

CAFC+ ¥ Apple I 8224 Apple [ &aAlo A thFojz Al 714
AAE rErsA A ESH T

Apple [ #Zo| A o &2 GAAL A Aol QIAGEoJoF &}= o] F=E Tha?
2 Al A - @ ofEel AAACk wet AEHoR HAR A&

o L

37) “dismissed with prejudice”, &, 7]& o] AALE= A& &5 Za)
38) Apple [o]A ¢ E&)¢}= thE E38 9t} US Pats. 9,024,418, 8,768,865 & 8,971,861.
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doF st o F E=A(elet “F=F 17), @ AAAk
1k Hsjas Adlst ‘4 27) 2 @ F 59
& 49 35 US.C. §315(e)39 o m& 7|#g g3 - 2
‘%A}X} Aol AFE FA(olat “FF 373l CAFCE of &9
of tjal ofzfjel o] wtsiiitt.

CAFCE ofZ9 % 1°] Medimmune Abo] <AE Fi 422 2
sk - AR Medlmmune A3 Zpe]7} Qlokal &kQlt. CAFCE of &0l
M 559 fFadol Al AEAR] AAE AE oyl dFgs F=
of tialiA wutelA| e il I FAE AlFSHA FUTHL 340

ol ™3] CAFCx & Z&olgtd Medlmmune ARl %= AR}
Aol JAAHA ks Aolghs AdS skt Medlmmune AR
& Genentech©] Medlmmune® A EL A|FEo] z2le] Ed9o HAYE

Agetrz AAXNBEE AFstgeE 877 JATH4AD MedlmmuneS H) =

39) 35 US.C. §315(e) “(1)Proceedings before the office.—

The petitioner in an inter partes review of a claim in a patent under this chapter that
results in a final written decision under section 318(a), or the real party in interest or
privy of the petitioner, may not request or maintain a proceeding before the Office with
respect to that claim on any ground that the petitioner raised or reasonably could have
raised during that inter partes review.

(2)Civil actions and other proceedings.—

The petitioner in an inter partes review of a claim in a patent under this chapter that res
ults in a final written decision under section 318(a), or the real party in interest or privy
of the petitioner, may not assert either in a civil action arising in whole or in part under
section 1338 of title 28 or in a proceeding before the International Trade Commission und
er section 337 of the Tariff Act of 1930 that the claim is invalid on any ground that the
petitioner raised or reasonably could have raised during that inter partes review.”

40) Apple I, at 1383-84 (“Here, in contrast, Apple has not alleged that the validity of the
patents at issue will affect its contract rights (i.e., its ongoing royalty obligations). -+ Apple
nowhere argues or provides evidence that the validity of any single patent, including the
'037 patent or '362 patent, would affect its ongoing payment obligations. Nor does Apple
identify any contractual dispute involving its ongoing royalty obligations (e.g., a disagreement
over whether certain Apple product sales trigger additional royalty payments) that relates to,
or could be resolved through a validity determination of, the patents at issue.”).

41

~

Apple I, at 1383 (“In MedImmune, Genentech asserted that the Cabilly II patent it licensed
to Medlmmune covered Medlmmune's new product and demanded royalty payments under
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Genentech® F7%oll FoatA] FUAT, HAAA kS TE8HA] F*kL w
Al AAEE AFegch42 183 Medlmmune ARAle]  AEL
Genentech®] 539 Azl& HallotA] et Elo &5 3 Aol
t}43) CAFCell 2, Medlmmune AR AA|A2F sto| 4] Medlmmune
o] AAE AES AR T dAE BSThH xR 44
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the license agreement.”).

42) Apple I, at 1383 (“Although Medlmmune disagreed it owed royalties because the patent
was invalid and did not cover its product, it paid under protest to avoid termination of
the agreement and a patent infringement action.”).

43) 1d.

44) Apple I. at 1383 (“The Supreme Court observed there was no dispute that the standing
requirements "would have been satisfied if petitioner had taken the final step of refusing
to make royalty payments under the [] license agreement.” .. The Court held that
MedImmune was not required to break or terminate the license agreement before seeking
a declaratory judgment of noninfringement and invalidity.”).

45) CAFCe ‘%% 5819 Hsfjgte 43 Ao AFPS op7|d whgh meja)ofo] digh +
AAQ Aol deAE FHA Zonw Gab Aol FA"A JTEKT Corp. v.
GKN Auto. Ltd., 898 F.3d 1217, 1221 (Fed. Cir. 2018) AF1& o2 &1t
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AU R, CAFCE ojFo] “AAAYG F8 F 5 olE
Az A Esel vl W T4 e od Fage ] ug F
A wobgol4 ghgth CAFCE oleld A o %)

AT Aoleht FEo] BiE Woln o@ FEomi PAAA

A% AL 4
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e
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rlr
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o &

S.C. 315(e)°ﬂ upel e el A

5}
= —’F AAE 53519] F7 ool ekl AA tE 4 vk
<) o Z
[}

o] A E} =

7le Z3o] (o]d FHET) SHH o ofZ9 W}X} qAS AA
vt 4 -d el CAFCE, AAAIF F8 % ‘037 E35]1¢ ‘362
53] 7|28t ofZo] FAHoR 42FS FHWes 83%’4011 Ad=
ATHE S HoFx] FEavar st weta, CAFCE of&o] 7]
o7 Q3 Wi &gk Aol YA A48 AT 5 US AR F
B3k o] olygtar 3t 224 o= CAFCi Apple [oA] of =9 o

Y. Apple II 344 @

Apple II @244 Apple I @243 8 FAdd &2 F42 vhA]
2 AlE Ao A “CAFC7F (D“V} A7 Aoz) Bdo] v Aud
o] AAS Fashdl del= 2% (request that we vacate the Board’s
underlying decision if we dismiss for lack of jurisdiction)” |1 t}.46)

CAFCE WA, A% #ZAS A= AR A4S dystr] ¢
A= O A A9 &8 (njury in fact), @ A7]® Hae] FH7H
FEet A2 FH7bssoF shal(fairly traceable to the defendant’s
challenged conduct), % @ AFHA A we} FANS 7Hsdo]
ofof 6hﬂr(likely to be redressed by a favorable judicial decision)il
sl th E3] CAFCE “AMa Aol £8)” 8718 A3 A3 7 o]o]A
Sl H}E/\] T A A olaL EAs}E|olof apm, A A o]al gk Ao

P

olof s, FHE AW THFA Rl AL ado] HA gerhar AAlEei

46) Apple II, at 1135.
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kA 2 WA 1ol ZAA A4S ST whgk Akl Aol Edf7) of
Ao EH'H TES] ol AA Fdthe HAYEE SHAIRE CAFCE
ol#) gk 4= Apple 19 i Z2AS s w3 A2 okyH, AA
Apple 11+ Apple I tj¥] 53¥t & B RE ARQlo] FUsERE
Apple T Addol &= Aol stk J4< ¥ 98l

o, CAFCE &9 M=Zw 84 - “CAFC7L (W}X} A 4
=) #edo] glvpd Adde AAE Fasts) gt 8% —Oﬂ 2}
g thFRTh o ES Y 8-S et ¥eEl= MunsingweardDE
A& F=dl, Munsingwear A tHH UL ¥ Fart AF T AEA ]
47 (become moot)H W Hzol AardEs & F UeF: AE dojFe=

|

=
Aol vigAsitn A skl B TEE A5,
==

CAFCiE el Ze] o) HZ MWelA o]efd 248 a4 dx 7H3
npA e e A oleld FEe 3 ZARIAE FaetwA, & ARl
Munsingwear Ab#lete= 203 89t &, Munsingwear= 54
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2 CAFCY #d & doldd wHNewman) HAE T2 A

47) United States v. Munsingwear, Inc., 340 U.S. 36 (1950).
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48) Apple II, at 1140, citing Adidas AG v. Nike, Inc., 963 F.3d 1355, 1357 (Fed. Cir. 2020).

49) Apple II, at 1140, citing Id. at 1357.

50) Apple II, at 1140, citing Prasco, LLC v. Medicis Pharm. Corp., 537 F.3d 1329, 1339 (Fed.
Cir. 2008).
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279 4S5 AdF3UTH

T A iAo A GARRE A Aol JQAEA] FUE FLT FY
2 ggAaglo] &4 Aol dis] A e AAAR] old#AT §le
A-2al stHA B ARE o] dld A et st

4, 7 IAE EFSE T PTAB A 46 did AIA 7|98 %
Fol Fads AAFIHIL FASAE. AIA 35 U.S.C. §325(e)(2)52)
= 7138 zggo 24 PGR(post-grant review)olA ZHF 3o
3t fF5Fa S e 2= YA FolU ITC AAfoA] o] ks
= FES & 5 gl FAS Y. o] 23S AIAE E8 A FA F9
®H zdAd, FY A= 9wl PTABO Alde]| ot 34 #A=7F 9t
gtk & w14 A WHYoA Fukdloe] AHEx = Fo] WAt 9
= old Rolgla stk €388, PTABe] A Zd ts] CAFC=Z
G4 7 AS5E 23 Aol o] o Fxgal sl uhehA,
718y 2 2 AAZA ofZolAl FAhJORA AR K Aol F.of
e Aol el skdvk. zela, E3W 35 US.C. §329 %
o3 mE FgAE BHAE dacle] AAAAE FA 2 H8o] 3
&9 4 v =3tk

AA, 7 FARE AWdHd o] ofEF g4V aAEYdH
PTAB 29 Fastrt 443 xxgta s, 7w A= ASA

51) Apple 1I, at 1141, citing Arkema Inc. v. Honeywell Intl Inc., 706 F.3d 1351, 1358 (Fed.
Cir. 2013).

52) "l=53H 35 US.C. §325(e)(2) - (2) Civil actions and other proceedings— The
petitioner in a post-grant review of a claim in a patent under this chapter that results in
a final written decision under section 328(a), ... may not assert either in a civil action
arising in whole or in part under section 1338 of title 28 or in a proceeding before the
International Trade Commission under section 337 of the Tariff Act of 1930 that the
claim is invalid on any ground that the petitioner raised or reasonably could have raised
during that post-grant review.

53) AIA 35 US.C. §329 — Appeal. A party dissatisfied with the final written decision of the
Patent Trial and Appeal Board under section 328(a) may appeal the decision pursuant to
sections 141 through 144. Any party to the post-grant review shall have the right to be
a party to the appeal.


http://1.next.westlaw.com.ssl.ca.skku.edu:8080/Link/Document/FullText?findType=L&pubNum=1000546&cite=35USCAS141&originatingDoc=I45a2f7f0425e11eca1b5b5a65598207f&refType=LQ&originationContext=document&transitionType=DocumentItem&ppcid=ed603904ea9f4cd0825b7380e6b227e0&contextData=(sc.UserEnteredCitation)
http://1.next.westlaw.com.ssl.ca.skku.edu:8080/Link/Document/FullText?findType=L&pubNum=1000546&cite=35USCAS144&originatingDoc=I45a2f7f0425e11eca1b5b5a65598207f&refType=LQ&originationContext=document&transitionType=DocumentItem&ppcid=ed603904ea9f4cd0825b7380e6b227e0&contextData=(sc.UserEnteredCitation)
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W&S (rere] AvRnes gt

1. Engine Advocacy A ZAA (]38t “Engine FA]”)55)

Engine Advocacy(©]3} “Engine”)+ A& oAt} 2ElEY 1S o
As| = vgde] 7]#eltt. Engine Apple 119] CAFC7F BAAL A4
S AYAA AggozH ol At #Hee} ol &3 U
Fol A4S 9wt Aol FsIHA, CAFCY AAd st 53
A, A 2 A T s Ay fa ARdHAY =

54) Apple 1I, at 1143, citing Valspar Sourcing, Inc. v. PPG Indus., Inc., 780 F. App'x 917, 921
(Fed. Cir. 2019).

55) The public interest patent law institute, and Act | The APP Association as Amici Curia in
support of petitioner (Dec. 17, 2021 filed).
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56) Id. at 7 (“Moreover, the Federal Circuit’s narrow and idiosyncratic approach to standing
departs from how this Court treats injury in the context of patent licenses, creating
anomalous results.”).

57) Id. at 10 (“The Federal Circuit’s decision contravenes this Court’s reasoning in Lear and
the public interests in the full and free competition that wrongly-granted patent prevent.”).

58) Id. at 6 (“The Supreme Court routinely recognizes probable economic injury resulting from
[governmental actions] that alter competitive conditions as sufficient to satisfy the [Aritcle
[l ‘injury-in-fact’ requirement],”).

59) Brief of senator Patrick Leahy and congressman Darrell Issa as Amici curiae supporting
certiorari (Dec. 20, 2021 filed).

60) Id. at 5 (“A Major achievement of the AIA was to Create Effective, Efficient
Post-Issuance Review Procedures THat Could Meaningfully Test the Validity of Issued
Patents.”).
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61) Id. at 7 (“Post-issuance review proceedings improve patent quality by enlisting the
assistance of interested parties in identifying which of the millions of patents in force at
any given time warrant greater scrutiny, and in identifying relevant prior art. The public
benefits both when the patent thicket is cleared of invalid patents, and when genuine
innovation is recognized and rewarded. Patents that are tested and emerge from
post-issuance review proceedings receive greater respect.”).

62) Consumer Watchdog v. Wisconsin Alumni Research Foundation, 753 F.3d 1258 (Fed. Cir. 2014).

63) Id. at 13 (“Consumer Watchdog v. Wisconsin Alumni Research Foundation, 753 F.3d 1258
(Fed. Cir. 2014) and RPX Corp. v. ChanBond LLC, 780 F.App'x 866 (Fed. Cir. 2018),
CVSG, 139 S.Ct. 306, cert. denied, 139 S.Ct. 2713 (2019), largely eliminate judicial review
for organizations that file for post-issuance review, and that are not prospective
defendants in infringement suits.”).
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3. Unified Patents®] HAZAA (0]8} “Unified ZAA]")66)

Unified Patents, LLC(¢]3} “Unified”)s= NPE(Non-Practicing Entity)
2 gy s E3 I E(Patent Trol)Eo] E3E 7[Wto 2 AE AYAglo]

afolu AAAtE fFieste]l Fo& AT Hl=ys BEs HA A 3l

o) gk, WlE NPES) 539 984 FAS AXae w=Us my
2 Jlo swA 3,0009 HAke] FYols] AulaE shil ekeD 7]

22 o7 Unifiede w40l W2 539 45 AdAlstel= 7]3o]al of

Zo] [PRe FaA#AS A7FS wx olsdAY A FAAHreal

party in interest): ©FY AT}l Unified:= 3AFY] 1 Alo]E 3| o] x| o A

T grs|ar e vhel o]l NPEES st 53 Al 4
P

o
) =
Al Slole B3z A% Hel FRomyy dw YFS B

i

UM

3, 2 2
T 5 Qe FARD Wg EEAN ETE AFHLA i 7190l

64) Id. at 4 (“Unfortunately, the Federal Circuit reads Medlmmune as limited to licenses that
either cover single patents or set itemized prices for each patent in a portfolio,
Pet.App.6a-8a, and equates a “future” threat with a “speculative” threat. Pet.App.8a-11a”).

65) I1d. at 16 (But that has already happened. Qualcomm sued Apple for making and selling
specific products, and Apple has paid for a temporary license to secure its freedom to
continue to do so. The threat of infringement liability is not ‘conjectural or hypothetical’;
it is merely deferred.”).

66) Brief of Unified Patents, LLC as Amicus Curiae in support of petitioner (Dec. 20, 2021 filed).

67) https://www.unifiedpatents.com/ (2022.04.18 21:39)
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Z12]aL Apple 19] CAFC AAL W E7F AIAS &3] a3 9 9

68) https://www.unifiedpatents.com/ &¥ 14 Agtolli= “THE ANIT-TROLL, Unified is the ONLY
entity that DETERS abusive NPEs (aka Patent Trolls) and NEVER pays. Join over 3000
companies in protecting innovation, industry, and growth’#= 3JAF RES WZ 1 9t}

69) Id. at 4-5 (“Because of that exclusivity, the Federal Circuit’s rules are “a matter of
special importance to the entire Nation.”).

70) Id. at 5 (“This is particularly so here, where the Federal Circuit has denied standing to
an IPR petitioner, give the importance of IPRs to the modern patent system. -+ The
PTAB is the Nation's busiest venue for patent disputes.”).

71) See Phigenix, Inc. v. Immunogen, Inc., 845 F.3d 1168, 1176 (Fed. Cir. 2017); JTEKT Corp.
v. GKN Auto. LTD., 898 F.3d 1217, 1221 (Fed. Cir. 2018) cert. denied 139 S. Ct. 2713
(2019); AVX Corp. v Presidio Components, Inc., 923 F.3d 1357, 1367 (Fed. Cir. 2019);
Momenta Pharms., Inc. v. Bristol-Myers Squibb Co., 915 F.3d 764, 770 (Fed. Cir. 2019);
Gen. Elec. Co. v. United Techs. Corp., 928 F3d 1349, 1355 (Fed Cir. 2019) cert. denied
sub nom. Gen. Elec. Co. v Raytheon Techs. Corp., 140 S. Ct. 2820 (2020); Argentum
Pharms. LLC v Novartis Pharms. Corp., 956 F.3d 1374, 1378 (Fed. Cir. 2020) cert. denied
141 S. Ct. 1685 (2021); Apple Inc. v. Qualcomm Inc., 17 F.4th 1131, 1137 (Fed. Cir.
2021); ModernaTx, Inc. v. Arbutus Biopharma Corp., No. 2020-1186, 2021 WL 5617751,
at 6 (Fed. Cir. Dec. 1, 2021).

72) 1d. at 11 (“But this Court has all but explicitly rejected the Federal Circuit's requirement
that licensees demonstrate that their license obligations will change or repudiate their
license”).
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Thales= A9} FA] 1F 4821 °Hmachine-to-machine wireless
communication) AFFS G5t ok o HAZARF E AHY
= 2] Thales:= Apple II Aldo] ‘HEFE3] Fo £ && o3
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Thalesi= Apple 11 Aol A e} o] ZAA|ARLe] FAlz} A A o]
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73) "= 53¥ 35 US.C. §319: A party dissatisfied with the final written decision of the
Patent Trial and Appeal Board under section 318(a) may appeal the decision pursuant to
sections 141 through 144. Any party to the inter partes review shall have the right to be
a party to the appeal.

74) Brief of Amicus Curiae Thales in support of petitioner (Dec. 20, 2021 filed).

75) 1d. at 4-5 (“It is well-known that there is a rampant over-declaration of SEPs. -
[Nlearly 80% of the patents declared essential are probably not essential for practicing
the standards[.] -+ Barring the removal of invalid patents from licensed portfolios risks
inflating the value of such portfolios.”).
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76) 1d. at 6 (“Medlmmune rejected a formalistic view of injury in fact like the Federal
Circuit's. -+ The difference between the structure of the portfolio license agreement
between Apple and Qualcomm and the license agreement in Medlmmune is not material to
the Article Il injury in fact inquiry.”).

77) 1d. at 7 (“But Medlmmune did not in any way limit its holding to only those cases in
which royalties would be affected by a validity determination.”).

78) 1d. at 7 (“The decision below, if left in place, would improperly limit the applicatino of
MedImmune to single-patent licenses, where it is self-evident that a validity determination
will affect a licensee’s royalty payments.”).

79) Id. at 7 (“Despite the fact that many SEPs are either not essential or invalid, the
proliferation of SEPs has made portfolio licensing unavoidable.”).

80) Id. at 7 (“Thus, the Federal Circuit’s incorrect cabining of Medlmmune will likely encourage
SEP owners to prevent licensees from challenging their patents in federal court, contrary
to the public interest of facilitating judicial scrutiny of improperly issued patents.”)
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3l Appled] FARA X—*.ZM AAEoF b= e el AXa gtk Amicus
Curiae Brief of senator Patrick Leahy and Congressman Darrell Issa as Amici Curiae
supporting certiorari, No. 21-746, (Dec. 20, 2021).
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83) Apple v. Qualcomm - Petition for a writ of certiorari, at page 2 (Nov. 17, 2021).
84) Brief for the United States as Amicus Curiae, No. 21-746 (May 24, 2022).
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(“For example, there might be a disagreement over whether the challenger’s products

infringe the licensed patents such that the challenger would not need to pay royalties

85) https://www.jdsupra.com/legalnews/license-agreement-not-enough-for-4142608/
under the license.”).
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86) Id. (“Or, a challenger might be able to prove that it had standing to appeal if it could
prove, with specificity, that the patent owner was likely to assert the licensed patents
against the challenger upon the expiration of the license.”).
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Lear v. Adkins, 395 U.S. 653 (1969).

MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007).

Gen-Probe Inc. v. Vysis, Inc., 359 F.3d 1376 (Fed. Cir. 2004).

MedImmune, Inc. v. Genentech, Inc., 427 F.3d 958 (Fed. Cir. 2005).

Apple v. Qualcomm, 992 F.3d 1378 (Fed. Cir. 2021).

United States v. Munsingwear, Inc., 340 U.S. 36 (1950).

Consumer Watchdog v. Wisconsin Alumni Research Foundation, 753
F.3d 1258 (Fed. Cir. 2014).

V. 71€

https://www.jpo.go.jp/system/trial_appeal/document/sinpan-binran_18
/31-02.pdf (2019. 7. 31. HEWE).
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https://www.unifiedpatents.com/ (2022.04.18 21:39 ZFHETW&

https://www.jdsupra.com/legalnews/license—agreement—not—enough-
for-4142608/ (2022. 12. 04. 17:57 HEH1).

nl=r 53] US 6,331,415.

Brief of Engine Advocacy, The public interest patent law institute,
and Act | The APP Association as Amici Curia in support
of petitioner (2021. 12. 17 filed).

Brief of senator Patrick Leahy and congressman Darrell Issa as
Amici curiae supporting certiorari (2021.12.20. filed).

Brief of Unified Patents, LLC as Amicus Curiae in support of
petitioner (2021.12.20. filed).

Brief of Thales as Amicus Curiae in support of petitioner
(2021.12.20 filed).
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— Abstract

A study on whether a licensee is entitled to
standing to appeal from a decision of patent
invalid trial

Jijoon ROH

A licensee typically has a desire to invalidate licensed patents due to
the royalty payment burden incurred from a license agreement which has
been entered to avoid patent infringement threats from a patentee. The
United States allows ‘Anyone’ to initiate a patent invalidation trial -
reexamination - before the Patent Trial Appeal Board ("PTAB"). By the
way, since a judicial determination is made as to whether the party has
fulfilled the standing requirement, the issue of whether the licensee has met
the "Case or Controversies" requirement in case the licensee appeals from
the deicision of PTAB will be looked into in depth. According to the case
of Apple v. Qualcomm, the issue of whether the licensee satisfies the
"Case or Controversies" requirement under the U.S. Constitution Art. III is
thoroughly reviewed. Based on the review, it is our view that it may be a
strict judical restriction and a disregard of licensee’s actual needs if the
licensee who entered into a license agreement containing a plurality of
patents is not allowed to appeal from the PTAB decision, taking into
consideration various factors embedded in the license transaction and the
cause of entering into the license agreement. Now, due to Apple v.
Qualcomm case, it becomes difficult to plainly decide whether the licensee
has a standing to appeal with the existence of the license agreement alone

under the Case and Controversies requirement but the totality of



252 Sungkyunkwan Law Review Vol.34 No.4 (December 2022)

circumstances — including the relation between the patent invalidation and the
amount of the royalty, whether the licensee in fact manufactures and sells,
or will manufacture and sell in the near future, the patented products, etc. -
in entering into the license agreement should be examined when deciding

whether the licensee has a standing to appeal from the PTAB decision.

9 Jijoon ROH

Licensee, License agreement, Invalidation trial, Standing,

Case or Controversies, Any person, Patent
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